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In In DBC, No. 08-1120, the Federal Circuit
affirmed the decision of the Board of Patent
Appeals and Interferences that all claims of a
reexamination application are obvious under
35 U.S.C. § 103.

The patent related to a “nutraceutical
compound comprising a mixture of the pulp
and pericarp of the mangosteen fruit.” The
Board concluded that the patent was obvious
over combinations of seven prior art
references. The Board further concluded
that patent holder DBC’s evidence of
commercial success was not sufficient to
overcome the showing of obviousness and
sustained the Examiner's rejection under
section 103.

DBC appealed the Board’'s decision on three
grounds: (1) the Board failed to establish a
prima facie case of obviousness based on a
substantial new question of patentability
because the cited reference was cumulative
and non-analogous art; (2) the Board erred in
finding that evidence of commercial success
was insufficient to rebut the finding of
obviousness; and (3) the Board’s decision
must be vacated because two members of the
panel were unconstitutionally appointed.

The Federal Circuit rejected all of DBC’s
arguments. The Court found that DBC waived
its ability to challenge the appointments on
appeal because DBC failed to raise the issue
before the Board. Furthermore, the Court
agreed with the Board’s finding that the cited
reference was material and non-cumulative
because it was the only reference that taught
how to make the nutraceutical composition.
Finally, the Court found that the evidence of
commercial success was not enough to
overturn the finding of nonobviousness, stating
that “the proponent must offer proof that the
sales were a direct result of unique
characteristics of the claimed invention.”
Evidence of substantial sales alone was not
enough to show that the claimed combination
was responsible for the sales.

NEWSLETTER VIA EMAIL ONLY

The OCPLA Newsletter is transmitted solely
by electronic mail.

If you know of anyone who should be, but is
not getting this e-mail distribution, please have
them contact Stacey Halpern at
ocpla@kmob.com.

OCPLA POLICY

Although we are open to comments and
suggestions, present policy concerning
publication of advertisements in this newsletter
is as follows:

(1) “Positions Wanted,” “Positions Available,”
and other similar ads will be printed free of
charge and, unless otherwise requested, will run
for two months; and

(2) Other ads such as word processing, legal
support services, and firm announcements will
be published for $15 per issue or $150 per year
(for all 12 issues), payable in advance. We
reserve the right to edit each advertisement.

Please contact the Newsletter editor to place
your ad or with your comments and suggestions.
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BOARD OF DIRECTORS AND COMMITTEE CHAIRS

BOARD OF DIRECTORS TELEPHONE/E-MAIL

Neal M. Cohen (949) 724-1849
nmc@yviplawgroup.com

T.J. Singh
tisingh@koslaw.com

Marlene Klein (949) 932-3132
marlene.klein@cda.canon.com
Tom Dao (949) 476-0757
TDao@ koslaw.com

Stacey Halpern (949) 721-6301
stacey.halpern@kmob.com

President
V.P./President Elect
Secretary
C.F.O./Treasurer

Directors

Valerie Sarigumba (949) 724-1849

vis@viplawgroup.com

Alyson Barker (949) 759-3924
BarkerA@howrey.com

Greg Hollrigel (949) 597-4700
ghollrigel@coopervision.com

Immediate Past
President

COMMITTEE CHAIRPERSONS

Annual Seminar T.J. Singh (949) 955-1920

tisingh@koslaw.com

Valerie Sarigumba (949) 724-1849

vis@viplawgroup.com
Copyright Practice Darren S. Rimer(949) 367-1541
darren@rimermath.com

Federal Courts Robert L. Grabarek, Jr.(949) 263-8400

rgrabarek@crowell.com

Int’l IP Practice
alexschlee@vijp.de

Gabia Pakstys 650-326-3466
gpakstys@alzus.jnj.com

Law Off. Mgmt.

Legislative Alyson Barker (949) 759-3924
BarkerA@howrey.com
MCLE Alyson Barker (949) 759-3924

BarkerA@howrey.com

Meetings/Programs Valerie Sarigumba (949) 724-1849

vis@viplawgroup.com

Newsletter Editor Stacey Halpern (949) 721-6301
stacey.halpern@kmob.com
Tom Dao (949) 476-0757
TDao@ koslaw.com

Trade Secrets/Unfair Scott Feldmann(949) 263-8400
rfeldmann@crowell.com

Patent Practice

Competition Law
perry.viscounty@lw.com

Trademark Practice Susan Natland 949-760-0404
smn@kmob.com

Neal M. Cohen (949) 724-1849
nmc@yviplawgroup.com
Marlene Klein  949-932-3132
marlene.klein@cda.canon.com
Greg S. Hollrigel(949) 597-4700
ghollrigel@coopervision.com

Lunch Speakers
OCPLA Website

OCPLA Database

Alexander R. Schlee310-545-9851

Perry J. Viscounty714-755-8288
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OCPLA NEWSLETTER
Orange County Patent Law Association

The OCPLA Newsletter is a copyrighted publication
that is normally published shortly before each
OCPLA General Meeting. Copyright © 2008 The
range County Patent Law Association. All rights
4%s%ggébgzérinted in the United States of America.
Reproduction of this newsletter is authorized if the
source, author and copyright notice information are
provided on all reproductions.

This document is provided for informational
purposes only. The articles contributed by identified
authors express only the views of the particular
author or authors, and do not necessarily reflect the
opinions of the Orange County Patent Law
Association or its editorial staff. Any questions or
comments concerning the articles should be
directed to the author. Any errors should be
brought to the attention of the Editor so that
appropriate corrections can be published in a
subsequent edition of the Newsletter.

The OCPLA reserves the right to determine which,
if any, submitted articles will appear in this
Newsletter.

We hope that the Newsletter is helpful, informative,
entertaining and interesting. Comments, ideas,
announcements, proposed articles, suggestions
and any other communications concerning the
content, form or other aspect of this newsletter may
be directed to:

OCPLA Newsletter Editor

Stacey Halpern

Knobbe Martens Olson & Bear LLP

2040 Main Street, 14th Floor

Irvine, CA 92614-3641

Tel: (949) 760-0404 Fax: (949) 760-9502
E-mail: ocpla@kmob.com
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IN MEMORY OF
ALAN HOBBES MACPHERSON

Alan H. MacPherson, a partner in MacPherson
Kwok Chen & Heid LLP and longtime Bay Area
resident, passed away suddenly at his home in
Laguna Beach, CA on December 8. He was
74.

Mr. MacPherson’s career as an intellectual
property lawyer was intricately intertwined with
Silicon Valley’s history of the last 40 years. In
the seventies, as in-house Patent Counsel for
Fairchild Camera and Instruments, Inc., Mr.
MacPherson won for Fairchild the invention
rights to the silicon oxide isolation technique,
which is still used in all silicon-based integrated
circuits. Later, as counsel for NEC in the
celebrated case Intel Corp. v. NEC, Inc., Mr.
MacPherson developed the famous “Clean
Room” defense, which significantly reduced
the risk of copyright infringement for investors
in microprocessor ventures. Since that time,
Mr. MacPherson had unrivaled success in his
representation of clients in numerous cases
that profoundly impacted business in the
Silicon Valley. His peers honor him as the
“Dean of Patent Law” of the Silicon Valley and
he was named “best patent attorney” by both
The California Lawyer and Upside magazines.

In 2002, Mr. MacPherson founded
MacPherson Kwok Chen & Heid LLP, after 22
years as head of the patent practice at
Skjerven Morrill MacPherson LLP. Prior to
private practice, Mr. MacPherson was Patent
Counsel at Fairchild Camera and Instrument
Corporation in Mountain View, California, and
at Bell Telephone Laboratories in Murray Hill,
New Jersey.

Born August 10, 1934 in Calais, Maine, Mr.
MacPherson spent his childhood years in
Maine and Vermont. He graduated in 1956
with a Bachelor's degree in mechanical
engineering from Stanford University, where he
received academic scholarships and was a
member of the varsity crew team. After
Stanford, he earned a Master's degree from
the Massachusetts Institute of Technology. He
held various technical positions at Space
Technology Laboratories in Redondo Beach,
Calif., Dynamic Analysis and Control
Laboratory at M.L.T., and Pratt & Whitney
Aircraft in East Hartford, Conn. In 1964, he
graduated with a Juris Doctor degree from
Harvard Law School.

Mr. MacPherson served on the boards of
directors for the San Jose Symphony,
Stevenson House, and Mid-Peninsula Citizens
for Fair Housing. He was an enthusiastic
amateur trumpet player, hiker, and cyclist.

Mr. MacPherson is survived by his wife Judith
Cassedy MacPherson, his son Stuart
MacPherson, his daughter Sara MacPherson,
six grandchildren, six step-children, and eleven
step-grandchildren.  His first wife, Suzanne
MacPherson died in 1983.

A memorial service will be held at 4pm,
January 14, 2009 at the Memorial Church,
Stanford University. The family requests that
donations be made in Memory of Alan H.
MacPherson, payable to Stanford University,
with an instruction to benefit academic
scholarships. Donations are to be sent to:
Stanford University, P.O. Box 20466, Stanford,
CA 94309-0466.
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SERVICES, ANNOUNCEMENTS, WANT ADS

Business Development Patent Attorney

Intellectual property law firm in Irvine, California seeks
attorney for Business Development and Patent
Prosecution position. Position can be business
development only or a combination of business
development and case work. This position will be
responsible for developing new business in litigation
and patent prosecution areas by establishing,
maintaining and growing relationships with key
decision-makers at medium to large size corporations.

Qualified candidate must have experience in patent
prosecution with a technology background (minimum
10 years preferred). Experience as corporate counsel
a plus. Ideal candidate must possess excellent
communication skills and be professional, charismatic,
and self-motivated.  Prior business development
experience preferred.

Position requires the ability to prospect via phone,
email or other medium, face-to-face sales calls,
interaction with clients and potential clients at
networking events, and the abilty to work
independently and as a team player. Please send
resume to sbowen@shimokaji.com.

03/09

PATENT ATTORNEY/AGENT POSITION

MacPherson Kwok Chen & Heid LLP seeks
a patent prosecution attorney/agent for its
San Jose and Irvine Offices. The ideal
candidate has an Electrical Engineering,
Computer Science, or Physics degree with
some engineering and patent prosecution
experience.

For more information about our firm, visit
our website at www.macpherson-kwok.com.
Please provide resume to

recruiters@macpherson-kwok.com.
1/09
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2009 OCPLA EVENTS SCHEDULE

Date

Location

Speaker/Event

Topic

January 15, 2009

Sports Club/LA -
Orange County

Dan Altman and Stacey Halpern
of Knobbe, Martens, Olson &
Bear, LLP

Fraud on the U.S. Patent and
Trademark Office (MCLE
Ethics credit)

February 19, 2009

Sports Club/LA -
Orange County

Erwin Chemerinsky, Dean of
UCI School of Law

Perspectives on the U.S.
Supreme Court and The
Future of UCI's Law School:
shaping the future of
intellectual property law in
Orange County

March 19, 2009

Sports Club/LA-
Orange County

Ron Schoenbaum and John
King of Knobbe, Martens, Olson
& Bear, LLP

In re Bilski; Prosecution and
Litigation Perspective

6335308:sg
121508




