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corresponding to the claimed function of claim
31.

In Asyst Technologies Inc. v. Emitrak Inc.,
Appeal No. 2007-1554, the Federal Circuit
affirmed the grant of JMOL by the district court
that certain asserted claims were obvious.

After trial, the defendants moved for JMIOL that
the asserted claims were invalid due to
obviousness, and the district court granted the
motions.

The Federal Circuit affirmed the district court’s
decision, holding that the jury was incorrect in
concluding that the Hesser patent was not
relevant prior art. As admitted by Asyst’s
expert witness, the communication means
disclosed in the Hesser patent implicitly
involved a sensing means, thereby meeting the
limitation of the asserted claims. Further,
Asyst’'s evidence of commercial success and
long felt need was insufficient to rebut
obviousness. The evidence lacked a nexus
with the inventive features not disclosed in the
Hesser patent.

In Predicate Logic, Inc. v. Distributive Software
Inc., Appeal No. 2007-1539, the Federal Circuit
reversed and remanded the district court’s
grant of summary judgment for invalidity.

The district court originally granted summary
judgment  for invalidity, finding  that
reexamination amendments improperly
broadened the scope of Claim 1.

The Federal Circuit found the claim was not
broadened because no method could infringe
the amended claim language “comprising...at
least one said index” without also infringing the
original claim language “comprising...said at
least one index.” The reasoning was based on
the open-endedness of the term “comprising.”

The district court had also concluded that
amending ‘“instantiating” to “first instantiating”
and “second instantiating” substantively
changed the claim. The Federal Circuit
disagreed, citing the fact that another limitation
in the claim already required a first and second
instantiation.

In Cohesive Tech. Inc. v. Waters Corp., Appeal
No. 2008-1029, the Federal Circuit reversed
the district court's judgment of literal
infringement by certain products and the
district court's finding of no anticipation. The
Federal Circuit vacated the district court's
finding of no actual damages; affirmed the
judgment of infringement by other products, no
inequitable conduct, no willful infringement,
and no enhanced damages; and denied the
appellant's motion to reassign the case.

The asserted patents at issue related to high-
performance liquid chromatography used, for
example, in pharmaceuticals testing.

The district court first granted judgment as a
matter of law that the asserted patent claims
were not anticipated. The district court
concluded that the anticipation case was ‘iffy”
and that the defendants would not be
prejudiced by the courts decision on
anticipation because the jury was to decide
obviousness. The Federal Circuit reversed,
noting that the tests for anticipation and
obviousness were distinct, and that anticipation
must be presented to the jury.

On the issue of inequitable conduct, the
Federal Circuit refused to reverse the district
court's finding that there was no deceptive
intent where the prosecuting attorney and
expert both believed the undisclosed
information to be immaterial.

The Federal Circuit also construed the word
“about,” explaining that courts must look to the
function served by the element of the claim to
determine the scope of the term. The Federal
Circuit relied on the specification to determine
that “about 30 micrometers” means, within
limits, dimensions that provide adequate
turbulent flow as discussed in the specification.
The court remanded to the district court to
determine what dimensions satisfied that
requirement. The Federal Circuit noted,
however, that because the word “about’
brought functional equivalents within the literal
scope of the claim, the doctrine of equivalents
was unavailable with regard to that element.
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Judge Mayer dissented on the issue of
anticipation. In his view, a finding of
nonobviousness should preclude a finding of
anticipation. He would have affirmed the
district court's grant of judgment as a matter of
law for no anticipation.

In Impax Laboratories Inc. v. Aventis
Pharmaceuticals Inc., Appeal No. 2007-1513,
the Federal Circuit affirmed the district court's
judgment that a prior art patent did not
anticipate the asserted claims because the
prior art reference was not enabling.

Aventis owns a patent that is related to the use
of riluzole to treat ALS (Lou Gehrig's disease
or amyotrophic lateral sclerosis). In 2001,
Impax filed an ANDA with the FDA seeking
approval to market generic riluzole, asserting
that the patentwas invalid because it was
anticipated by the prior art.

The Federal Circuit held that the district court's
application of the Wands factors (regarding
enablement) properly supported its conclusion
that one of skill in the art reading the prior art
patent specification would haveneed to
perform undue  experimentation to gain
possession of the claimed invention.
Specifically, the prior art
patent merely provided broad and general
dosage guidelines, no working examples, and
no guidance on a treatment regiment. Thus,
it was not an enabling reference.

In The John Hopkins University v. Datascope
Corp., Appeal No. 2007-1530, the Federal
Circuit reversed the district court's judgment of
infringement.

The patents related to methods for
mechanically fragmenting blood clots. The
district court instructed the jury that the claims
required that a fragmentation member
“‘expands and adjusts to remain in contact with
the inner lumen in three dimensions along its
length and width.” Both parties agreed to the
instructions, and the jury found infringement.

The accused device rotates a single “S”
shaped wire. Finding the plaintiffs expert
testimony to be contradictory, the court found

that the plaintiff failed to show that the S-wire
expanded prior to rotation and that it remained
in contact with the inner lumen in three
dimensions, as required by the claims.
Although the court indicated that the expert's
statements may have supported a finding
under the doctrine of equivalents, it noted that
the plaintiff did not present the particularized
testimony and linking argument necessary to
support such a finding.

AUSTRALIAN PATENT LAW
BY BILL BENNETT
Pizzeys PATENT & TRADEMARK ATTORNEYS

Bill Bennett of Pizzeys Patent & Trademark
Attorneys has written a textbook relating to
Australian Patent Law. A pdf version of the
book can be viewed at
http://www.pizzeys.com.au/Articles/Australian
%20Patent%20System%20Guide. It can also
be viewed at the Pizzeys website
http://www.pizzeys.com.au.

For more information, please contact Bill
Bennett at bbennett@pizzeys.com.au.

NEWSLETTER VIA EMAIL ONLY

The OCPLA Newsletter is transmitted solely
by electronic mail.

If you know of anyone who should be, but is
not getting this e-mail distribution, please
have them contact Stacey Halpern at
ocpla@kmob.com.

OCPLA POLICY

Although we are open to comments and suggestions,
present policy concerning publication of
advertisements in this newsletter is as follows:

(1) “Positions Wanted,” “Positions Available,” and
other similar ads will be printed free of charge and,
unless otherwise requested, will run for two months;
and

(2) Other ads such as word processing, legal support
services, and firm announcements will be published
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for $15 per issue or $150 per year (for all 12 issues),
payable in advance. We reserve the right to edit
each advertisement.

Please contact the Newsletter editor to place your ad
or with your comments and suggestions.
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The OCPLA Newsletter is a copyrighted publication
that is normally published shortly before each
OCPLA General Meeting. Copyright © 2008 The
Orange County Patent Law Association. All rights
reserved. Printed in the United States of America.
Reproduction of this newsletter is authorized if the
source, author and copyright notice information are
provided on all reproductions.

This document is provided for informational
purposes only. The articles contributed by identified
authors express only the views of the particular
author or authors, and do not necessarily reflect the
opinions of the Orange County Patent Law
Association or its editorial staff. Any questions or
comments concerning the articles should be
directed to the author. Any errors should be
brought to the attention of the Editor so that
appropriate corrections can be published in a
subsequent edition of the Newsletter.

The OCPLA reserves the right to determine which,
if any, submitted articles will appear in this
Newsletter.

We hope that the Newsletter is helpful, informative,
entertaining and interesting. Comments, ideas,
announcements, proposed articles, suggestions
and any other communications concerning the
content, form or other aspect of this newsletter may
be directed to:

OCPLA Newsletter Editor

Stacey Halpern

Knobbe Martens Olson & Bear LLP

2040 Main Street, 14th Floor

Irvine, CA 92614-3641

Tel: (949) 760-0404 Fax: (949) 760-9502
E-mail: ocpla@kmob.com
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SERVICES, ANNOUNCEMENTS, WANT ADS

Press Release

KLEIN, O’NEILL & SINGH, LLP ANNOUNCES SIGNIFICANT EXPANSION

Irvine, CA (October 29, 2008) — Klein, O’Neill & Singh LLP, an Irvine intellectual property law firm, has significantly
strengthened and broadened its capabilities with the addition of attorneys in the patent prosecution field.

Since this past May, former Christie, Parker & Hale partners Daniel Cavanagh and Tom Dao have joined the firm as
partners, along with patent agent Bridgette Phan, Ph.D.

“We are extremely excited about the addition of these highly experienced patent prosecutors.” said Howard Klein, a
founding partner at Klein, O'Neill & Singh LLP. “Their depth of knowledge and breadth of experience in a wide range of
technclogies and diverse IP transactions will strengthen our core competencies.”

"I am delighted to join a growing Klein, O'Neill and Singh,” said Cavanagh. “Klein, O’'Neill & Singh's focus on delivering
excepticnal legal service in IP matters in a collegial professional environment provides a unigue opportunity to expand the
service and suppert | can give to my clients. | am very excited to be part of this dynamic team.”

Mr. Cavanagh has over 11 years of experience as an IP lawyer. His expertise includes Strategic Patent Prosecution,
Intellectual Property Counseling, and Litigation Support Services. He has extensive technical and background knowledge
in the electrical and software fields. He counsels domestic and international clients from start-ups to large multi-national
corporations with an emphasis on the procurement and exploitation of high technology intellectual property assets. Mr.
Cavanagh earned his engineering degree from Harvey Mudd College and worked a number of years for Hughes Aircraft
Co. prior to receiving his JD from the University of Southern California. He is registered to practice before the United States
Patent and Trademark Office.

Tom Dao concentrates his practice on medical device technology, oil and gas machinery and green technologies after 9
years of experience in IP law. His expertise includes domestic and foreign intellectual property counseling, litigation
support, patent prosecution, licensing and opinions. Mr. Dao received his JD from Western State University, his BESME
from UC Irvine, and is registered to practice before the United States Patent and Trademark Office.

Dr. Brigitte Phan’s patent prosecution practice includes a variety of technologies, with an emphasis on life sciences,
Bictechnology, Chemical Arts and Medical devices. Dr. Phan formerly served as the Director of Chemistry for Burstein
Technologies, Inc. and at FastraQ Inc. directed the research and development of medical assays on proprietary platforms.
Dr. Phan received her MS and PhD in Biochemistry from UCLA. Dr. Phan is registered tor practice before the United States
Patent and Trademark Office.

About Klein, O’Neill & Singh LLP

Klein, O'Neill & Singh LLP specializes in the Intellectual Property law. Our attorneys have extensive expertise in various
aspects of IP law in diverse technology areas. Our technical expertise in includes medical devices, imaging, electronics,
computers (software and hardware), semiconductor processing, Internet, advanced telecommunication arts (including
wireless communications), industrial processes and systems, and other areas. Our attorneys have technical degrees from
some of the best institutions; years of business and legal experiences with some of the best-known international companies
and prestigious law firms. Our client base includes start-up to multinational global corporations.

Guided by our value driven principles of high service and quality standards, we are committed to provide our clients with
legal services efficiently while meeting the highest standard of quality and professionalism. For additional information,
please visit our Web site at www. koslaw.com.

Klein, O'Neill & Singh LLP
43 Corporate Park, Suite 204
Irvine, Ca 92606

Phone (949) 955-1920

Fax (949) 955-1921
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Business Development Patent Attorney

Intellectual property law firm in Irvine, California seeks
attorney for Business Development and Patent
Prosecution position. Position can be business
development only or a combination of business
development and case work. This position will be
responsible for developing new business in litigation
and patent prosecution areas by establishing,
maintaining and growing relationships with key
decision-makers at medium to large size corporations.

Qualified candidate must have experience in patent
prosecution with a technology background (minimum
10 years preferred). Experience as corporate counsel
a plus. Ideal candidate must possess excellent
communication skills and be professional, charismatic,
and self-motivated.  Prior business development
experience preferred.

Position requires the ability to prospect via phone,
email or other medium, face-to-face sales calls,
interaction with clients and potential clients at
networking events, and the abilty to work
independently and as a team player. Please send
resume to sbowen@shimokaji.com.
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Patent Counsel

LS9, Inc., the Renewable Petroleum Company™, has
an opening for a Patent Counsel. LS9 is a privately-
held industrial biotechnology company based in South
San Francisco, California that develops patent-
pending biofuels made with the power of synthetic
biology.

The Patent Counsel's primary responsibilities will
include all aspects of intellectual property counseling
related to LS9’s product development and technology
innovation efforts. In particular, the Patent Counsel
will:

* Draft patent applications and manage outside
counsel involved in drafting;

* Prosecute patent applications, both in the United
States and internationally, and manage outside
counsel involved in prosecution;

* Participate in the formation and implementation of
policies, procedures/guidelines related to intellectual
property protection;

* Participate in developing and implementing a
corporate |P strategy;

* Review and analyze competitor patents and
competitor technology and provide analysis for
developing both defensive and offensive IP strategies;
* Provide advice on LS9 product and technology
development in light of the competitive IP landscape;
* Provide legal counsel regarding infringement and
validity issues, and patentability of new products and
technologies;

* Keep up to date and knowledgeable concerning
third-party IP and industry IP trends, caselaw and
other legal development; and

* Provide education at various company functions and
facilitate the integration of corporate IP strategy
company-wide.

Minimum Requirements:

The candidate must have a J.D. with four to eight
years of experience as a patent attorney primarily
engaged in patent prosecution, either in a biotech
corporate setting or in a law firm servicing such
clients; and Be admitted to practice before the U.S.
Patent and Trademark Office and a state bar number
is required. An advanced degree in Molecular Biology
or Biochemistry is desirable but not required.

Individuals who are interested in applying for the
position can e-mail their resume in MS Word, RTF,
HTML, or ASCII to 26058-CJB-0@Is9.hrmdirect.com.

For more information about LS9, please visit our
website: www.1s9.com.
11/08
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2008 OCPLA EVENTS SCHEDULE

Date

Location

Speaker/Event

Topic

December 4, 2008

Sage on the Coast

5:30 Cocktails
6:30 Dinner

OCPLA Holiday Party

6244056
112508




