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JUNE 2007 LUNCHEON 
 
There will be no luncheon this month in view of 
the combined Spring Seminar between 
LAIPLA, OCPLA, SDIPLA, and VCBA, IP 
Section.  However, please mark your calendars 
and sign up for the July 2007 luncheon, which 
will feature a panel of speakers on the recent 
Supreme Court decisions in KSR v. Teleflex 
and Microsoft v. AT&T.   
 
 

CALL FOR SPEAKERS 
 
Topic suggestions may be submitted to the 
Board by contacting Greg Hollrigel at 
ghollrigel@coopervision.com or at 949-597-
4700 x3341. 
 
 

JULY BOARD MEETING 
 
The July board meeting will be held on July 3, 
2007 at noon at the offices of CooperVision, 
Inc, in Lake Forest.  Members who wish to 
present items for the Board’s consideration 
should contact our president, Greg Hollrigel, to 
have their items placed on the agenda, and to 
verify the time and location of the meeting.   
 
 

NEW MEMBERS 
 
We are pleased to welcome the following new 
member(s) to the OCPLA:  
 
- David A. Berstein (BMKG Lawyers) 
  

- Jared C. Bunker (Knobbe, Martens, Olson 
& Bear) 
  
- Eric J. Goodman (BMKG Lawyers) 
  
- Amanda J. McLaughlin (BMKG Lawyers) 
  
- Justin Sanders (Student) 
  
- Edward Schewe  (Lauson & Schewe LLP) 
  
- Nina P. Tsai (BMKG Lawyers) 
  
- Nicholas M. Zovko (Knobbe, Martens, 
Olson & Bear) 
 
 

PLEASE RSVP ON TIME FOR MONTHLY 
LUNCHES 

 
To reduce the likelihood of additional rate 
increases associated with last minute 
reservations, please RSVP early, i.e., no later 
than noon on the Friday preceding the 
meeting, so that we can provide more accurate 
numbers of luncheon attendees to the hotel.  
Your effort to register at least five days in 
advance of the lunches is greatly appreciated 
by the hotel and the OCPLA Board. 
 
The cost for the monthly luncheon meetings for 
student members is $15. 
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Last Chance to Expand Patent 
Coverage 

 
STEVEN C. BECKER & PAUL. S. HUNTER, FOLEY 

& LARDNER LLP 
 
Do rumors about the pending rule changes on 
continuations have you wonder about how to 
deal with your clients' patent portfolio and 
coverage?  If so, read the June 11, 2007 article 
submitted to IP Law 360 attached at the end of 
this newsletter for some helpful tips.   
 
Reprinted with permission from Steven Becker and 
Paul Hunter.   
 
 
 

Do We Really Need More IP 
Legislation? 

 
JOHN J. CONNORS 

CONNORS & ASSOCIATES, INC. 
 
John Connors, one of our members, has 
prepared a couple of well reasoned letters 
concerning the proposed IP legislation  and the 
need to defeat it.  Please check them out at the 
end of this newsletter. 
 
 

INTERNET SIGHTINGS 
 

BY JIM HAWES 
 
This column highlights some of the more 
notable recent internet newsletters and blogs 
dealing with IP prosecution issues. For more 
info go to the site cited. The sites mentioned 
are only the ones with notable stuff this last 
review period. If your favorite site isn’t here, or 
if you’d like a full listing of the sites reviewed, 
email Jim at onejehawes@aol.com. 
 

Before starting this review, the most 
important thing you can do now, if you do 
nothing else, especially if you have been 
complaining about the state and direction of 
patent law, is to read Hal Wegner’s 5/10 
posting about Judge Saris’ speech, then get 
active in the CAFC reform effort – like write 
Senator Feinstein, the AIPLA, the ABA etc.  
 
Hal Wegner’s newsletter – the best of a lot of 
great stuff - hwegner@foley.com -  

• 5/4/07 – a plea to help kill the new 
rules at the OMB. 

• another 5/4/07 posting discusses 
Bill Rooklidge’s paper and Supreme 
Court cert petitions. 

• A third 5/4/07 posting cites a paper 
discussing forum selection in patent 
cases.  

• The 5/9/07 newsletter discusses the 
new PTO Deputy Director (and 
probable Director) Peterlin.  

• The 5/10/07 issue summarizes the 
AIPLA meeting rumors re the PTO 
rulemaking package now being 
considered. 

• The 5/18/07 posting discusses the 
McKesson decision affirming 
inequitable conduct based on non-
disclosure of a copending 
application. 

• The 5/19/07 issue discusses the 
erroneous guidance in MPEP 
§803.02 that an examiner may 
refuse to examine a generic claim 
after a species is elected. 

• The 5/23/07 issue includes more 
CAFC info about the KSR case. 

• The 5/30/07 newsletter updates 
Hal’s top ten appeals list. 

Patently-O – a blog written by Dennis Crouch 
– patent@gmail.com 

• 5/3/07 blog discusses the PTO’s 
preliminary obviousness exam 
instructions in view of the KSR 
decision. 

• 5/7/07 blog considers the Pods 
case, bleed through claim 
construction and argument 
estoppel. 



 
Page 3 OCPLA Newsletter June 2007 
 

• 5/14/07 blog discusses the 
interference case Brand v. Miller 
and the CAFC directive that the 
BPAI may not substitute its 
engineering expertise for hard 
evidence. 

• 5/21/07 blog also discusses the 
McKesson case – see Hal 
Wagner’s 5/19 posting for more 
info.  

• 5/30/07 posting discusses the 
Monsanto decision and its 
affirmance of a 140% of purchase 
price “reasonable royalty” holding. 
Wow! 

Rethink(IP) – a newsletter of recent PTO 
matters – feedblitz@mail.feedblitz.com - 

• the 5/9/07 newsletter reports that a 
PTO – public business methods 
partnership meeting will be held 
June 19. 

IP law 360 – a newsletter covering all IP, but 
focusing mainly on litigation –  
web address:  www.iplaw360.com  

• the 5/9/07 newsletter discusses the 
Lexmark decision and its 
observations concerning the scope 
of copyright protection. 

• A 5/16/07 posting reports one 
commentator’s opinion that, 
because of the KSR decision, the 
PTO may have applied the wrong 
legal standard when allowing 
millions of patents. 

The Invent blog – also from 
feedblitz@mail.feedblitz.com  

• the 5/11/07 blog cites and briefly 
discusses a Harvard Law Review 
article asserting that business 
methods should not be patentable. 

Daily Dose of IP – a blog by Mark Reichel – 
www.dailydoseofip.blogspot.com  – 

• an ongoing series of synopses of 
recent notable CAFC decisions 

• the 5/16/07 posting reports a new 
IP Piracy Bill, including increased 
penalties for repeat offenders, that 
the administration will send 
Congress. 

• The 6/8/07 blog discusses a new 
PTO peer review project to 
“improve quality.” 

Cal Bar IP Section – alerts when appropriate - 
mitch.wood@calbar.ca.gov 

•  
PTO notices – 
www.uspto.gov/main/newsandnotices 

• a 5/10/07 notice reports that the 
electronic patent filing system (EFS) 
is now being used by more than half 
of all applicants, and lists training 
options. 

TTABlog – a blog written by John Welch – 
www.TTABlog.com 

•  
Copyright Office News – copynews@loc.gov 
- 

•  
WIPO notices – about the Madrid system 
posted at www.wipo.int/madrid/en/notices  
 * 
AIPLA Reports – a  periodic newsletter of 
current items for AIPLA members – 
www.aipla.org/ 

• 5/6/07 report cites the release of a 
DOJ / FTC report on Antitrust and 
IP Rights. 

•  
ABA Law Practice Management section 
www.abanet.org/lpm/lpt  
has a free monthly epub “Law Practice Today” 
offering timely advice on current management 
issues. Check it out. 
 
 

RECENT IP CASES 
 

BY IRFAN LATEEF 
KNOBBE, MARTENS, OLSON & BEAR 

 
In Foremost in Packaging Systems, Inc. 

(Doing Business as Envirocooler) v. Cold 
Chain Technologies, Inc., Case No. 06-1582, 
the Federal Circuit affirmed Central District 
Court Judge Selna's grant of summary 
judgment that Cold Chain’s products do not 
infringe literally or under the doctrine of 
equivalents.  This case involves a patent on 
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insulated shipping containers designed to carry 
items such as pharmaceuticals and human 
tissue, which must be transported at specific 
temperatures.   The Court construed the 
claims requiring a coolant block to “slidably 
engage the coolant cavity” to mean that the 
coolant block must “extend into” the coolant 
cavity.  Based on that claim construction, 
the Court affirmed the grant of summary 
judgment of no infringement. 
 

In In re Princo, Miscellaneous No. 841, 
the Federal Circuit granted Princo's petition for 
a writ of mandamus and directed the District 
Court to stay the case pursuant to 28 U.S.C. § 
1659 until related proceedings before the 
[International Trade] Commission, including 
any appeals, become final.” In re Princo Corp., 
478 F.3d 1345, 1348 (Fed. Cir. 2007). The 
Court construed the term “until the 
determination of the Commission becomes 
final” in § 1659 to include any subsequent 
appeal periods. In a petition for rehearing, 
Philips contended that the court erred in 
construing the “becomes final” language in § 
1659 to require finality on appeal. Philips 
argued that the same “becomes final” 
language appearing in 28 U.S.C. § 1659 also 
appears in 19 U.S.C. § 1337, and in the latter 
statute necessarily refers to finality only at the 
Commission level.  The Court held that § 1337 
is not designed to define finality for purposes of 
§ 1659 and that finality in the latter section has 
a different meaning, namely that a Commission 
proceeding does not “become final” until all 
appeals are exhausted.  

 
In Leapfrog Enterprises, Inc. v. Fisher-

Price, Inc., Case No. 06-1402, the Federal 
Circuit affirmed the district court’s judgment 
(after a deadlocked jury) of noninfringement 
and invalidity due to obviousness of claim 25 of 
Leapfrog’s patent.  The patent relates to a 
learning device to help young children read 
phonetically.  Neither party challenged the 
district court’s construction of the phrase 
“selection of a depicted letter,” but Leapfrog 
argued that the court clearly erred in applying 
that construction to the facts of the case. The 
Court found no error because the accused 

device only allows selection of a word based 
on the selection of any letter in the word rather 
than “selection of a depicted letter.” 
  

With respect to invalidity due to 
obviousness, the Court relied on KSR and did 
not use the teaching, motivation, suggestion 
test.  In this case, the obviousness judgment 
was based on two references and the 
knowledge of one of ordinary skill in the art.  
The Court noted that the combination of 
familiar elements according to known methods 
is likely to be obvious when it does no more 
than yield predictable results.  Here, the 
Court noted that it would have been obvious to 
apply modern electronics to older prior art 
mechanical devices.  The Court also stated 
that Leapfrog presented no evidence that (1) 
the inclusion of a prior art device in the 
patented invention was uniquely challenging or 
difficult for one of ordinary skill in the art or (2) 
the inclusion of a device commonly used in the 
field of electronics and even in the narrower art 
of electronic children’s toys, represented an 
unobvious step over the prior art.  

 
In Henkel Corporation v. The Procter & 

Gamble Company, Case No. 06-1542, the 
Federal Circuit vacated and remanded the 
PTO Board’s judgment of priority to Procter & 
Gamble.  This appeal relates to detergent 
tablets.  The question presented on appeal is 
whether Henkel’s inventors appreciated that 
their sample detergent tablets met a 
dissolution rate limitation of the interference 
count.  The Court held that as a matter of 
law, a junior party in interference (Henkel) 
does not have to demonstrate that it 
recognized the exact language of the ultimate 
count—only the subject matter of the 
invention.  The Court held that objective 
evidence and inventor testimony confirm that 
the named inventors were aware of their 
technicians’ test results on the detergent 
tablets and thereby appreciated the disputed 
limitation of the count prior to the critical date.   

 
In Brand, et al. v. Miller, et al., Case 

No. 06-1419, the Federal Circuit reversed and 
remanded for further proceedings the PTO 
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Board’s judgment of priority to Miller based on 
Brand’s derivation of the subject matter of the 
count from Miller.  The invention here relates to 
methods of cutting veneer from logs of wood.   
  

The Court reviews findings of fact by 
the Board under the substantial evidence 
standard.  Under that standard of review, the 
Court searches for evidence, clearly set forth in 
the record, to justify the conclusions that the 
Board has drawn.  In the context of a 
contested case like an interference, the Court 
held that it is impermissible for the Board to 
base its factual findings on its expertise, rather 
than on evidence in the record, although the 
Board’s expertise appropriately plays a role in 
interpreting record evidence.   
  

Here, Miller asserted that Brand did not 
invent the patented invention, but 
rather derived it from Miller.  In an interference 
proceeding, the person challenging the Senior 
Party’s priority date bears the burden of proof 
on derivation and must make two 
showings:  (1) prior conception of the claimed 
subject matter and (2) communication of that 
conception to the patentee that is sufficient to 
enable the construction and operation of the 
invention.  With respect to communication, the 
Court found that the Board impermissibly relied 
on its own expertise in determining what one 
skilled in the art would have been capable of, 
without undue experimentation, based on the 
communication.  Therefore, the Court ruled 
that the Board’s conclusion was not supported 
by substantial record evidence.  

 
In General Mills, Inc. v. Kraft Foods 

Global, Inc., Case No. 06-1569, the Federal 
Circuit affirmed dismissal of General Mills’ 
claim for patent infringement against Kraft on 
the ground that the claim is barred by a 
covenant not to sue granted to Kraft’s 
predecessor Farley Candy Company.  Kraft 
became the successor to Farley Candy, and 
obtained rights from a prior settlement 
agreement that included a release of patent 
claims and a covenant not to sue.  The 
settlement agreement allowed the transfer of 
patent rights to Kraft, but did not prevent Kraft 

from retaining those rights when a portion of 
the Farley Candy assets were sold. 
 

In McKesson Information Solutions, Inc. 
v. Bridge Medical, Inc., Case No. 06-1517, the 
Federal Circuit affirmed finding that patent is 
unenforceable due to inequitable conduct. 

 
The prosecuting attorney disclosed 

existence of co-pending application to 
Examiner, but did not disclose rejection of 
claims based on references cited in both 
applications or a additional reference cited in 
the co-pending application.  The district court 
found by clear and convincing evidence, and 
the Federal Circuit affirmed, that failures to 
disclose (1) the existence of the additional 
reference, (2) the rejections of the initially 
broad claims in the co-pending application, and 
(3) the allowance of claims in a continuation-in-
part by the same Examiner were material 
omissions done with an intent to deceive. 

 
In Wechsler v. Macke International 

Trade, Inc., et al., Case No. 05-1242, the 
Federal Circuit reversed JMOL of personal 
liability for induced infringement and affirming 
summary judgment that individual was not 
alter-ego of defendant.  Federal Circuit held it 
was error for district court to attempt to 
reconcile inconsistent verdicts by reversing 
jury’s finding that the president, lone 
stockholder, and sole employee of defendant 
was not personally liable for infringement. 

 
In Pfizer, Inc. v. Apotex, Inc., Case No. 

06-1261, the Federal Circuit denied a petition 
for rehearing and rehearing en banc 
regarding a panel’s reversal of the district 
court’s decision that claims relating to 
amlodipine besylate (the active ingredient in 
the hypertension drug Norvasc®) were valid 
and nonobvious after a bench trial. 

  
The dissenting judges (NEWMAN, 

LOURIE, and RADER) separately argue that 
the panel misapplied obviousness law 
generally, and as it relates to chemical 
patents.  The dissenting judges also argue that 
en banc review is necessary to prevent 
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uncertainty in the law and to promote 
uniformity of the court’s decisions. 

 
In Monsanto Co. v. McFarling, Case 

No. 05-1570, the Federal Circuit affirmed the 
district court’s judgment regarding 
damages and the grant of a permanent 
injunction.  Monsanto’s patents-at-issue relate 
to a system for weed control that employs 
genetically modified crops that resist 
glyphosphate herbicide. 

  
With respect to damages, Monsanto 

elected to pursue a reasonable royalty.  Mr. 
McFarling argued that there is an established 
royalty.  The Court held that the jury’s 
damages award was supported by the 
evidence, even though it was more than six 
times the alleged established royalty. 

  
The permanent injunction stated 

that “McFarling may plant Roundup Ready 
soybeans acquired from any lawful dealer, but 
to do so McFarling must sign any applicable 
technology agreement required by Monsanto.”  
Monsanto argued that this provision required it 
to issue a standard license to McFarling if he 
agrees to those standard terms.  The Court 
held that the injunction did not compel 
Monsanto to license its technology 
to McFarling if it choose not to.  However, the 
Court noted that it could not prevent the 
situation where, unbeknownst to Monsanto 
because of complexity and scale of its 
distribution and licensing system, 
McFarling enters into a license with a licensed 
dealer. 

 
In Honeywell v. Universal Avionics, 

Case No. 05-1112, the Federal Circuit vacated 
the district court’s judgment of invalidity as 
based on an erroneous claim 
construction; remanded for a new infringement 
determination; affirmed the district 
court’s retention of jurisdiction over withdrawn 
patent claims; affirmed the district court’s 
decision that § 102(b) does not erect a bar; 
and affirmed the judgment of no inequitable 
conduct.   

  

The patent infringement case involves 
aviation electronics, specifically terrain warning 
systems. “Terrain warning systems” warn pilots 
to prevent them from flying into a mountain or 
hillside.  The Court held that one of ordinary 
skill in this art would perceive undue limitations 
in three of the five contested aspects of the 
district court’s claim construction.   

 
Honeywell also appealed the district 

court’s decision granting defendants’ motions 
for summary judgment of invalidity for claims 
withdrawn from the litigation. The Court held 
that because Honeywell did not covenant not 
to sue on those claims, the district court 
properly retained jurisdiction over them, 
especially in light of MedImmune. 

 
In Motionless Keyboard Company v. 

Microsoft Corporation, et al., Case No. 05-
1497, the Federal Circuit affirmed the district 
court’s summary judgment of no 
infringement based upon a 
correct claim construction and reversed the 
district court’s summary judgment of invalidity 
based upon an incorrect application of 
the public use doctrine and a terminal 
disclaimer.  MKC owns patents 
on ergonomic keyboards.  The Court found 
that the district court correctly construed “a 
concavity in said housing at said key-actuation 
position, and a thumb-associable cluster of 
keys forming a keyboard within said concavity” 
to mean a “keyboard is positioned in a 
concavity or depression in the housing.”  The 
Court held that no literal infringement followed 
from the claim construction and that the 
patentee failed to present particularized 
evidence linking the accused products on a 
limitation by limitation basis to the claimed 
invention to survive summary judgment of no 
infringement under the doctrine of equivalents. 
  

With respect to invalidity based upon a 
public use, the Court held that the alleged prior 
public use was only a visual disclosure, 
not use in the normal course of business to 
enter data into a system.  Finally, the Court 
held that a terminal disclaimer is not an 
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admission that a later-filed invention is 
obvious.  
 
 

OCPLA WEBSITE 
 
Check the OCPLA website at www.ocpla.org 
for current and archived copies of the OCPLA 
newsletters, membership information, current 
events of interest to members, and online 
reservations for OCPLA events.  Let us have 
your comments.  We will be making changes 
and improvements as time passes, and your 
comments will be useful in knowing what to 
change and what to leave alone. Send 
comments to “webmaster@ocpla.org.”   
 
 

NEWSLETTER VIA EMAIL ONLY 
 

The Newsletter is now being 
transmitted solely by electronic 
mail. If you know of anyone who 
should be, but is not getting this e-
mail distribution, please have them 

contact Tom Dao at tom.dao@cph.com. 
 
 

OCPLA POLICY 
 
Although we are open to comments and 
suggestions, present policy concerning 
publication of advertisements in this newsletter 
is as follows:  (1) “Positions Wanted,” “Positions 
Available,” and other similar ads will be printed 
free of charge and, unless otherwise requested, 
will run for two months; (2) Other ads such as 
word processing, legal support services, and 
firm announcements will be published for $15 
per issue or $150 per year (for all 12 issues), 
payable in advance.  We reserve the right to edit 
each advertisement.  Please contact the 
Newsletter editor to place your ad or with your 
comments and suggestions. 
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BOARD OF DIRECTORS AND COMMITTEE CHAIRS 

 
BOARD OF DIRECTORS TELEPHONE/E-MAIL 
 
President Greg Hollrigel (949) 597-4700 
  ghollrigel@coopervision.com 
V.P./President Elect Neal M. Cohen (949) 724-1849 
  nmc@viplawgroup.com 
Secretary       T.J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
C.F.O./Treasurer Marlene Klein (949) 932-3132 
   marlene.klein@cda.canon.com 
Directors Tom Dao (949) 476-0757 
  thd@cph.com 
 Stacey Halpern (949) 721-6301 
  stacey.halpern@kmob.com 
 Cliff Cousins (949) 752-7040 
  ccousins@macpherson-kwok.com 
Immediate Past  John King (949) 760-0404 
President  jking@kmob.com 
 
 
COMMITTEE CHAIRPERSONS 
 
Annual Seminar Neal M. Cohen (949) 724-1849 
  nmc@viplawgroup.com 
 Stacey Halpern (949) 721-6301 
  stacey.halpern@kmob.com 
Copyright Practice Darren S. Rimer (949) 367-1541 
  darren@rimermath.com 
Federal Courts Robert L. Grabarek, Jr. (949) 263-8400 
  rgrabarek@crowell.com 
Int’l IP Practice  Alexander R. Schlee 310-545-9851 
  alexschlee@vjp.de 
Law Off. Mgmt. Gabia Pakstys 650-326-3466 
  gpakstys@sbcglobal.net 
Legislative  Position Open 
   
MCLE Cliff Cousins (949) 752-7040 
  ccousins@macpherson-kwok.com 
Meetings/Programs Stacey Halpern (949) 721-6301 
  stacey.halpern@kmob.com 
Newsletter Editor Tom Dao (949) 476-0757 
  thd@cph.com 
Patent Practice Tom Dao (949) 476-0757 
  tom.dao@cph.com 
Trade Secrets/Unfair Scott Feldmann (949)  263-8400 
  rfeldmann@crowell.com 
Competition Law Perry J. Viscounty 714-755-8288 
  perry.viscounty@lw.com 
Trademark Practice Susan Natland 949-760-0404 
  smn@kmob.com 
Lunch Speakers Greg Hollrigel (949) 597-4700 
  ghollrigel@coopervision.com 
OCPLA Website Marlene Klein 949-932-3132 
  marlene.klein@cda.canon.com 
OCPLA Database Greg S. Hollrigel (949) 597-4700 
  ghollrigel@coopervision.com  
 

OCPLA NEWSLETTER 
Orange County Patent Law Association 

The OCPLA Newsletter is a copyrighted publication 
that is normally published shortly before each 
OCPLA General Meeting.  Copyright © 2007 The 
Orange County Patent Law Association.  All rights 
reserved.  Printed in the United States of America.  
Reproduction of this newsletter is authorized if the 
source, author and copyright notice information are 
provided on all reproductions. 

This document is provided for informational 
purposes only. The articles contributed by identified 
authors express only the views of the particular 
author or authors, and do not necessarily reflect the 
opinions of the Orange County Patent Law 
Association or its editorial staff.  Any questions or 
comments concerning the articles should be 
directed to the author.  Any errors should be 
brought to the attention of the Editor so that 
appropriate corrections can be published in a 
subsequent edition of the Newsletter. 

The OCPLA reserves the right to determine which, 
if any, submitted articles will appear in this 
Newsletter. 

We hope that the Newsletter is helpful, informative, 
entertaining and interesting. Comments, ideas, 
announcements, proposed articles, suggestions 
and any other communications concerning the 
content, form or other aspect of this newsletter may 
be directed to: 
 

OCPLA Newsletter Editor 
 Tom H. Dao 
 Christie, Parker & Hale, LLP  
 3501 Jamboree Road, Suite 6000 
 Newport Beach, CA 92660 
 Tel:  (949) 476-0757 
 Fax:  (949) 476-8640 
 E-mail:  tom.dao@cph.com 
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SERVICES, ANNOUNCEMENTS, WANT ADS 

 

MARCELO E. SROKA, CPA 
Wertz & Co., CPAs 
5450 Trabuco Road 

Irvine, CA  92620-5074 
949-756-5000 x218 

 

STEPHEN T. FREEMAN, ESQ. 
Straddling, Yocca, Carlson & Rauth 

Corporate and Tax Matters 
(949) 725-4000 

 
 

IP CONTINGENCY ENFORCEMENT 
THROUGHOUT THE U.S.A. 

 
A consortium of patent, trademark, and 
copyright law firms able to pursue your client's 
case on a contingency basis. Referral fees 
paid. 

www.ipcontingency.com 
info@ipcontingency.com  

EXP 03/08 

 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

VISTA IP LAW GROUP LLP – 
EXPERIENCED PATENT LEGAL 

SECRETARY 
 

We are a patent law firm with offices in Irvine, 
Fullerton, and Saratoga.  This position is for 
our Irvine office, located by the John Wayne 
Airport.  Ideal candidate has at least 2 years 
experience as a patent legal secretary, mostly 
prosecution.  Will support practice of 2-3 
attorneys.  Mostly prosecution (including 
IDS’s).  Should be familiar with PAIR, PTO 
public website, and all aspects of patent 
prosecution, including PCT and corresponding 
with foreign associates. 
 
Salary and benefits are highly competitive, 
DOE, including health and 401K.  Resume / 
letters should be emailed to: 
resumes@viplawgroup.com, and should 
include “OCPLA Ad LS-3” in the subject line.  
No phone calls or faxes please. 

EXP 08/07 

 
 

Patent Researcher, Part-Time 
Canon USA, Inc 

Responsibilities:  Conduct patent searches 
in technology areas specified by the 
Intellectual Property Division; create a patent 
map based on the results of the conducted 
patent searches and follow through on the 
process.  Other duties include updating patent 
searches and administrative support for the IP 
team.  

Qualifications: The ideal candidate will 
have an Associate degree or junior level 
education with a concentration of study in 
Engineering.  Must be detail oriented, have 
excellent communication and computer skills 
(MS Word, Excel, Power Point and Access).  
Previous IP experience a plus!  20 hours a 
week, work hours are flexible. 

To be considered for this position, please 
visit www.usa.canon.com and apply to Job 
Code 06-300.  This position pays 
approximately $16 - $17/hour. 
  EXP 06/07 
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Orange County Patent Law Association 
Orange County Patent Law Association 
WWW.OCPLA.ORG •P.O. Box 7632 Newport Beach, CA  92658 

 
2007 OCPLA MEMBERSHIP APPLICATION/RENEWAL FORM 

 
This is an application for (please check one): 

 Membership Renewal 
 New Membership 

 
Member / Applicant Information: 
Name:   
Firm/Employer:   
Address:  
E-mail Address (required to receive newsletter):   
Telephone No.: _______________________________________ Facsimile No.:   
 
Professional Information: Yes No  
Are you a member of the California bar? ___ ___ Bar No.   
Are you a member of the bar of another state 
or the District of Columbia? 

 
___ 

 
___ 

Jurisdiction/Bar No. 
  

Are you registered to practice before the 
U.S.P.T.O.? 

 
___ 

 
___ 

Reg. No. 
  

Are you a student? ___ ___ School:   
 
Please circle not more than TWO committees in which you would like to participate: 
Annual Seminar Law Office Management Membership 
Copyright Practice Legislation Patent Practice 
Federal Courts MCLE Trademark Practice 
International Practice Meetings/Programs Trade Secret/Unfair 

Competition 
 
Dues Membership Year 2007 (please circle one): (New Member After 08/01/07) 
Regular Membership (attorneys, agents): $35.00 $17.50 
Student Membership $17.50 $  8.75 
Associate Membership (other) $35.00 $17.50 
 
New Applicants please complete the following: 
 
I believe I qualify for membership in the Orange County Patent Law Association. 
 
Applicant’s Signature:________________________________  Date: __________________  
Printed Name:______________________________________  
 
Send Application to OCPLA P.O. Box 7632 Newport Beach, CA  92658 
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2007 OCPLA EVENTS SCHEDULE 

 

Date Location Speaker/Event Topic 

July 25, 2007 Wyndham Garden 
Hotel 

Ed O'Connor, The Eclipse 
Grup; Georgann Grunebach, 

DirecTV; Randall Wick, 
Emulex Inc.; and TJ Singh of 

Klein, O'Neil & Singh 

KSR v. Teleflex and 
Microsoft v. AT&T 

decisions and their impact 

August 22, 2007 Wyndham Garden 
Hotel TBD TBD 

Sept. 26, 2007 Wyndham Garden 
Hotel TBD TBD 

Oct. 24, 2007 Wyndham Garden 
Hotel TBD TBD 

Nov. 28, 2007 Wyndham Garden 
Hotel TBD TBD 
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Last Chance To Expand Patent Coverage?
Monday, June 11, 2007 --- The clock is ticking on a new set of patent rules
designed to curtail substantially a patent owner's ability to expand the
coverage of its key patent assets by filing continuation applications. Patent
owners have long enjoyed the flexibility to re-evaluate pending patent
applications and draft new claims covering additional concepts of an
invention, provided the concepts are disclosed fully in the patent application,
and the application has not yet been issued. These new claims may be
introduced in a continuation application, which maintains the benefit of the
original patent application's early filing date against prior art.

While the final form of the rules has not been publicly released, it is widely
believed that the United States Patent and Trademark Office will soon enact
new rules limiting the number of continuation applications that may be filed. It
is not clear how the new rules will apply retroactively to existing patent
applications. Thus, the time is now to evaluate your current portfolio and
mine it for embodiments, features or coverage disclosed but not fully
claimed.

*PTO Rule Changes*

On April 10, 2007, the PTO submitted two sets of final rules to the Office of
Management and Budget (OMB) for regulatory review:

RIN: 0651-AB93: Changes to Practice for Continuing Applications, Requests
for Continued Examination Practice, and Applications Containing Patentably
Indistinct Claims

RIN: 0651-AB94: Changes to Practice for the Examination of Claims in
Patent Applications

The OMB is expected to complete its review in 90 days (i.e., July 10).
However, the OMB frequently grants itself an extension of time. Therefore, it
appears that the final rules will be published in July or August with 30 days
(based upon previous PTO statements) to implementation.

*What Are the New Rules?*

No details of the final rules were disclosed. However, public PTO statements
suggest that the rules relate to dramatically limiting the number of allowed
continuation applications, including continuations, continuations-in-part,
requests for continued examination, and the number of claims pursued in
each patent. More specifically, some of the rules that may be implemented
include the following:

____________________________________________________________________________________________
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Limiting the number of continuation applications to one as a right, with any
additional continuations requiring a petition by the applicant to show that the
amendments, evidence, or argument could not have been previously
submitted. More recent rumors suggest the rules may allow up to two or
three continuing applications, depending on whether an application has
received a first office action yet.

Requiring applicants to designate 10 representative claims for examination.
The PTO will examine more than 10 claims only if the applicant performs a
search and submits a patentability statement that identifies all claim
limitations present in the prior art (with specificity) and explains how the
representative claims are patentable over the prior art. More recent rumors
suggest the possibility of up to 25 total claims, five independent claims.

Permitting only involuntary divisionals (i.e., required by the PTO for
unity-of-invention reasons). More importantly, a divisional may be able to
claim priority only to the parent application, meaning that all divisionals will
need to be filed during the pendency of the original application.

Permitting continuations-in-part only where the applicant identifies all claims
disclosed in the parent application (which will be given the original filing date)
and all other claims will be given the filing date of the continuation-in-part.
Moreover, any claims in a continuation application filed from a
continuation-in-part will be entitled only to the filing date of the
continuation-in-part application.

*What Can Be Done Now?*

The new rules could go into effect in early August or shortly thereafter. We
do not know for certain what retroactive effect the rules will have on existing
patent applications. For example, if one of your key patent assets already
has a parent application and two continuing patent applications, the rules
may bar the right to file any further continuing patent applications. The
following is a list of proactive steps that can be taken now to reduce the risk
of negative impact by the new rules.

Examine currently pending patent applications for cases where continuation
applications may be needed and prepare to file them before implementation
of the rules. For efficiency, focus first on your most strategic patent assets,
whether you own or license.

Consider patent applications that are being prepared but not yet filed and
whether multiple applications should be filed prior to implementation of the
rules, in hopes of having the ability to file continuation applications based
upon both original patent applications.

Consider your company's recent inventions and whether patent applications
should be prepared and filed before implementation of the rules, in hopes
that the limitations on the number of claims examined will not apply

____________________________________________________________________________________________
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retroactively to applications filed before the rules take effect.

--By Steven C. Becker and Paul S. Hunter, Foley & Lardner LLP

Steven C. Becker is a partner at Foley & Lardner LLP and a member of its
Electronics Practice Group. He counsels clients in intellectual property
matters and represents them in patent and trade secret litigation matters.
Paul Hunter, also a partner and member of Foley's Electronics Practice,
specializes in patent counseling.
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