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APRIL LUNCHEON MEETING 

 
Please join us at our next luncheon meeting 
on Wednesday, April 28, 2004, when we are 
pleased to present Joe Re of Knobbe, 
Martens, Olson & Bear, LLP, who will speak 
on “From the Litigation Trenches (or:  Why 
Masimo Deserved Its $134.5 Million 
Verdict)”. The lunch will be held at noon at 
the Wyndham Garden Hotel. 
 

MAY BOARD MEETING 

 
On May 5, 2004, the OCPLA Board of 
Directors is holding its monthly meeting at 
noon at the offices of Klein, O'Neill & Singh. 
 
Members who wish to present items for the 
Board’s consideration should contact our 
president, Matthew Weil, to have their item 
placed on the agenda, and to verify the time 
and location of the meeting.  
 

RSVP ON TIME FOR MONTHLY LUNCHES 

 
To reduce the likelihood of additional rate 
increases associated with last minute 
reservations, and attendance without 
advance reservations, we encourage you to 
RSVP early, i.e., no later than by noon on 
the Friday preceding the meeting, so that we 
can provide more accurate numbers of 
luncheon attendees to the hotel.  Your efforts 
to register at least five days in advance of 
the lunches will be greatly appreciated, both 
by the hotel and the OCPLA Board of 
Directors. 
 
In addition, several members have inquired 
about ordering fruit plates for the lunches.  If 

you wish to order a fruit plate, or a 
vegetarian dish, please indicate your meal 
preference when you RSVP. 
 

MESSAGE FROM THE PRESIDENT 
 

BY MATTHEW F. WEIL 
MCDERMOTT, WILL & EMERY 

mweil@mwe.com 

 
 
Watching the recent public testimony of 
National Security Advisor Condoleezza Rice, 
I was struck by the fact that not one of the 
9/11 commissioners questioned Dr. Rice on 
the role of the OCPLA and the other IP law 
associations throughout this great land in 
defending the United States Homeland.  With 
all due respect to the President, it baffles me 
how this administration persistently fails to 
acknowledge the valuable contribution of 
patent, trademark and copyright lawyers in 
promoting and defending advances in 
baseball (see United States Patent No. 
6,695,725, Baseball hitting-pitching 
practicing device), motherhood (see United 
States Patent No. 6,610,331, Fertility kit), 
and apple pie (see U.S. Patent No. 
D467,404, Item of food made with pastry).  
 
To compensate in some small measure for 
this grievous oversight, I would like publicly 
to acknowledge and thank those of you who 
have renewed your membership and also to 
welcome our many new members.  We on 
the Board are gratified that membership is up 
overall, but we would happily welcome new 
members.  Spread the word.   
 
I would also like to acknowledge and thank 
Marlene Klein for volunteering to assist the 
OCPLA with maintaining our website, and 
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with other technical aspects of our 
organization.   
 
Finally, I want to congratulate Cohen 
Sakaguchi & English for their recent move 
into a new office and their addition of Bill 
English's name on the door.   
 
On a personal note, gentlemen, I also cannot 
help but admire your patriotic courage in 
moving your offices into a tall building right 
near the airport!  Had she been asked about 
this by the Commission, I am sure Dr. Rice 
would have testified, under oath, how proud 
she is of you guys. 
 

OCPLA 2004 Spring Seminar Update 

 
The 2004 Spring Seminar is over.  We hope 
those who attended had a great time and 
obtained 7.5 MCLE credits worth of 
knowledge.  Thank you to all who participated, 
and who helped plan, organize, and 
implement the seminar.  Special thanks to 
Margaret Kivinski who managed and 
coordinated it all!   
 

 

2004 MEMBERSHIP RENEWAL 

 
Dues for 2004 will remain at $35 for 
attorneys and agents and entitle you to 
receive the monthly OCPLA newsletter, 
frequent announcements, and reduced rates 
for the monthly luncheons and seminars.  A 
membership form is included in this month’s 
newsletter and is also available on our 

website, at www.ocpla.org.  If you have not 
already done so, please renew now! 
 

INSIDE THIS ISSUE . . . 
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MARK YOUR CALENDARS . . . 

 
 
April 28, 2004 From the Litigation 

Trenches 
 
 

E-MAIL DISTRIBUTION OF THE NEWSLETTER 

 
The Newsletter is now being 
transmitted solely by electronic 
mail. If you know of anyone who 
should be, but is not getting this e-

mail distribution, please have them contact 
Greg Hollrigel at gsh@patlawyers.com. 
 

PTO UPDATE 
 

BY GREG S. HOLLRIGEL 
STOUT, UXA, BUYAN & MULLINS, 

LLP 
gsh@patlawyers.com 

 

 
 
1. Patent application publications may 

now include amendments 
 
On March 18, the USPTO published a notice 
that publications of patent applications may 
now include amendments.   
 
Previously, amendments to patent 
applications were published only if a 
substitute specification was electronically 
filed.  Now, amendments may be included in 
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the publications if the amendments are 
received sufficiently in advance to the 
preparation of the patent application 
publication.  The notice indicates that 
technical preparations for patent application 
publications begin between fourteen and 
nine weeks prior to the publication date.  
Thus, amendments to be included in a patent 
application publication should probably be 
received by the USPTO at least 14 weeks in 
advance of the projected publication date of 
the applications.  
 
The notice also indicates that the provisions 
of 37 CFR 1.215(a) are waived to the extent 
that they are inconsistent with this change in 
practice. 
 
Additional details may be found in the notice, 
which is available at the following website:   
http://www.uspto.gov/web/offices/pac/dapp/o
pla/preognotice/pgpubsincludeamendts.pdf 
 
2. The USPTO will no longer accept e-

mailed responses to Office Actions for 
trademark applications 

 
On March 12, the USPTO published a notice 
that responses to Office Actions for 
trademark applications will no longer be able 
to be transmitted by email.  Instead, 
applicants who wish to submit responses 
electronically must use the Response to 
Office Action form within the Trademark 
Electronic Application System (TEAS).  
These changes will become effective 
September 20, 2004. 
 
This new policy pertains solely to responses 
to Office Actions issued by examining 
attorneys.  Responses to Office Actions 
issued by the Intent to Use Division and by 
the Post Registration Division may be 
transmitted to the “ECom” boxes maintained 
by these divisions, namely 
EComITU@uspto.gov  and 
EcomPRU@uspto.gov.   
 
Additional details may be found at:  
http://www.uspto.gov/web/trademarks/notice
_emailresponses.htm  
 

MINUTIAE 
 

BY NEAL M. COHEN 
COHEN SAKAGUCHI & ENGLISH LLP 

nmc@cohen-sak.com 

 

 
 
There is no Minutiae column this month.  The 
following announcement may explain why 
the author was unable to draft the monthly 
column... 

 
__________ 

 
THE LAW FIRM OF 

COHEN & SAKAGUCHI LLP 
 

ANNOUNCES THAT 
WILLIAM A. ENGLISH 

HAS BECOME A PARTNER IN THE FIRM 
 

WHICH IS NOW KNOWN AS 
 

COHEN SAKAGUCHI & ENGLISH LLP 
 

� � � �  
 

AND 
MICHAEL S. DAVIDSON 

HAS BECOME OF COUNSEL TO THE FIRM. 
 
Please visit our website at www.cohen-
sak.com for our new contact information. 
 
 

RECENT INTERESTING IP CASES 
 

BY LEONARD R. SVENSSON 
BIRCH, STEWART, KOLASCH & 

BIRCH, LLP 
lrs@bskb.com  

 
1. Claim Interpretation Not Allowed By the 

District Court 
 
Novo Indus., L.P. v. Micro Molds Corp., 
Nos. 03-1230, -1249 (Fed. Cir. Dec. 5, 2003) 
 
Issue: Can the district court correct an error in 
a patent claim through claim interpretation if no 
certificate of correction was issued in the 
patent? Answer: No. 
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Novo Industries is the assignee of U.S. Patent 
No. 5,056,578 ("the '578 patent"), which is 
directed to a holder for vertical blinds. During 
prosecution of the '578 patent, claim 16 was 
cancelled and the subject matter of claim 16 
was incorporated into new claim 19, which 
became claim 13 in the patent. One portion of 
claim 16 read "...stop means formed on said 
support finger...." In claim 19 (issued claim 13), 
the same portion was rewritten to read "...stop 
means formed on a rotatable with said support 
finger...." Both parties agree that issued claim 
13 contains an error. Novo never requested a 
certificate of correction to correct this error. 
 
Novo sought action against Micro Molds for 
infringement of claim 13 of the '578 patent. 
During the trial, the district court "amended" 
claim 13 of the '578 patent to correctly read 
"...stop means formed on and rotatable with 
said support finger...." Based on this 
interpretation of claim 13, Micro Molds was 
found guilty of willful infringement. Micro Molds 
appeals. 
 
Decision: Under 35 U.S.C. secs. 254 and 255, 
the USPTO has the authority to correct patent 
errors via a Certificate of Correction. In issuing 
a certificate of correction, the USPTO must 
consider the specification, the drawings and 
the prosecution history to determine if the 
correction is appropriate. However, any suit 
commenced prior to the Certificate of 
Correction must be based on the patent 
without the correction. Allowing the district 
court to correct any and all errors would 
dismiss the nonretroactivity provisions of 
sections 254 and 255. In light of the sections 
254 and 255, the Federal Circuit found that the 
district court has authority to correct a patent 
only if: 
 

(1) the correction is not subject 
to reasonable debate based on 
consideration of the claim 
language and specification and 
(2) the prosecution history does 
not suggest a different 
interpretation of the claims. 

 

Claim 13 of the '578 patent was subject to 
more than one interpretation and correction. As 

such, the district court did not have the 
authority to correct claim 13. 
 
The district court's decision was reversed and 
claim 13 of the '578 patent was held invalid for 
indefiniteness. 
 
2. CAFC Finds Infringement Under DOE 

Despite Possible Festo Estoppel 
 
Ericsson, Inc. v. Harris Corp., Nos. 02-1571, 
-1603 (Fed. Cir. Dec. 9, 2003) 
 
Issue A: Can infringement under the Doctrine 
of Equivalents be found even when part of the 
claim limitation under consideration has been 
amended? Answer: Yes. 
 
Issue B: Can lost profits due to lost sales and 
price erosion be recovered? Answer: Yes. 
 
Ericsson's U.S. Patent No. 4,961,222 pertains 
to a telephone control circuit. The control 
circuit interfaces the power delivery from the 
telephone switch to the telephone unit, 
delivering less power via "auxiliary amplifiers" 
when the handset/receiver is "on-hook," i.e., on 
its cradle, but delivering more power via 
"speech signal amplifiers" when the handset is 
lifted, i.e., "off-hook" during a call. Ericsson 
alleged that the accused Harris devices have 
infringing low-power standby modes. A jury 
agreed, finding infringement under the Doctrine 
of Equivalents. The jury awarded damages of 
$3.5 million for lost profits due to lost sales; 
$645,000 for lost profits due to price erosion; 
and $136,000 as a reasonable royalty. 
 
The district court, however, granted Harris's 
motion for judgment as a matter of law 
("JMOL") of noninfringement. After reviewing 
the testimony of several witnesses, the court 
found that the "uncontroverted evidence" 
showed that the speech signal amplifiers in the 
accused devices supply "some power" to the 
telephone set in the on-hook position. The 
judge granted JMOL. "[B]ecause claim 1 
requires that the speech signal amplifiers only 
supply power to the telephone set in the off-
hook position, the [district] court concluded that 
a determination that the scope of equivalence 
included the accused devices would vitiate the 
'only supply power' limitation." (Emphasis in 
original.) Ericsson appealed. 
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Issue A: Ericsson contends that the "only 
supply power" limitation was met literally in 
light of the substantial evidence that it 
presented to show that no power is supplied to 
the telephone when the receiver is "on-hook." 
In addition, Ericsson maintains that it offered 
substantial evidence of equivalence by 
showing that power from caller-ID and the 
"corrosion current" present only insubstantial 
differences from the claimed invention. In 
response, Harris argues that Ericsson failed to 
provide substantial evidence that the accused 
devices literally satisfy the "only supply power" 
limitation. Harris also contends that the district 
court correctly construed the "only supply 
power" limitation to exclude the accused 
devices because a contrary finding would 
vitiate that limitation. 
 
During the trial the district court had focused 
on the word "only," and the district court held 
that there could be no infringement under the 
Doctrine of Equivalents because there was 
"uncontroverted evidence" that the speech 
signal amplifiers in the accused devices supply 
"some power" to the telephone book in the on-
hook position. However, Ericsson had 
presented "substantial evidence" using expert 
testimony at trial that the power supplied by the 
accused devices did not vitiate the "only supply 
power" limitation. 
 
During prosecution, a portion of claim 1 was 
amended for reasons of patentability as 
follows: 
 

which, by the control signals 
effectively disconnects disables 
the speech signals amplifiers 
and actively connects enables 
the auxiliary amplifiers so that 
the speech signal amplifiers, 
which require power, only 
supply power to the telephone 
set when the receiver is off its 
cradle and a call can be made. 

 

(Amendment notations in original.) However, 
the CAFC noted that the words "only supply 
power" were never amended and therefore 
cannot be subject to the Festo presumption. 

The district court even agreed that Festo was 
inapplicable when it granted JMOL of 
noninfringement on the basis of the "all 
limitations rule." The CAFC found that "Despite 
the dissent's contrary view, Festo is not a part 
of this case because prosecution history 
estoppel, even if applicable, would not have 
precluded the jury's verdict of infringement 
under the doctrine of equivalents." Thus the 
claim is infringed under the Doctrine of 
Equivalents. 
 
Issue B: Harris cross-appealed from the 
court's denial of its motion for JMOL relating to 
the amount of the damages award for lost 
profits due to lost sales and price erosion. 
Harris did not contest the jury's award of 
$136,000 as a reasonable royalty. Harris 
argues that Ericsson failed to provide "sound 
economic proof" of its market definitions and 
market share estimates. Harris challenged the 
jury's award of $645,000 for lost profits due to 
price erosion, arguing that Ericsson failed to 
provide sound economic proof for those 
damages. 
 
To recover lost profits, a patent owner must 
prove a causal relation between the 
infringement and its loss of profits. 
 

We agree with Ericsson that 
substantial evidence supports 
the jury's damages award for 
lost profits attributable to price 
erosion. To recover lost profits 
on a theory of price erosion, a 
patentee must show that "but 
for" infringement, it would have 
sold its product at a higher 
price. ... The patentee must also 
"present evidence of the 
(presumably reduced) amount 
of product the patentee would 
have sold at the higher price." 

 

The appeals court affirmed the district court's 
damages under both the lost profits and price 
erosion theories. 
 
3. Equivalent Structures Under 35 U.S.C. 

sec. 112, Sixth Paragraph, Does Not 
Mean "Structurally Equivalent"  
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Utah Med. Prods., Inc. v. Graphic Controls 
Corp., No. 03-1081, 350 F.3d 1376, 69 
U.S.P.Q.2d (BNA) 1136 (Fed. Cir. Dec. 4, 
2003) 
 
Issue: If an accused device performs an 
identical function to that recited in a claim 
limitation, and uses the same or equivalent 
structure recited in the specification, does that 
device read on the claim limitation? Answer: 
Yes. 
 
Utah Medical Products, Inc. ("Utah Medical") is 
the owner of U.S. Patent No. 4,785,822 ("the 
'822 patent"), which they refer to as Intran 100 
IUPC. The '822 patent claims a medical device 
used for measuring the pressure inside the 
uterus of a woman during childbirth. Claim 1 of 
the '822 patent recites a limitation referred to 
as a "stiffener means", which has been defined 
as "[a] stylet that imparts sufficient rigidity to 
the cable means so that the transducer can be 
inserted without the use of an external guide 
tube." Utah Medical then introduced the Intran 
Plus IUPC, which incorporated a harder plastic 
into the plastic casing of a cable to replace the 
steel stylet. Utah Medical claims the '822 
patent protects the Intran Plus. Graphic 
Controls Corporation ("Graphic Controls") 
approached Utah Medical about a license to 
sell the Intran Plus under a private label. Utah 
Medical refused. Graphic Controls introduced 
its Softrans® device, which they admit was 
developed by copying the Intran Plus design. 
Utah Medical sued Graphic Controls for 
infringement of the '822 patent. The jury 
determined that the stiffening structure of the 
Softrans® device to be equivalent to the steel 
stylet of the '822 patent and that Graphic 
Controls infringes the '822 patent. Graphic 
Controls appealed. 
 
Graphic Controls argues that their use of stiff 
plastic is substantially different than the use of 
a steel stylet, and therefore the stiff plastic 
cannot reasonably be considered to be a 
"stiffener means" as used in the '822 patent 
under 35 U.S.C. sec. 112, sixth paragraph. 
 
Decision: Expert testimony at trial indicated 
that a person skilled in the art would recognize 
that the hard plastic cable is interchangeable 
with the steel stylet. 35 U.S.C. sec. 112, 

paragraph 6, "requires two structures to be 
equivalent, but it does not require them to be 
'structurally equivalent,' i.e., it does not 
mandate an equivalency comparison that 
necessarily focuses heavily or exclusively on 
physical construction." IMS Tech., Inc. v. Haas 
Automation, Inc., 206 F.3d 1422, 1436, 54 
U.S.P.Q.2d (BNA) 1129, 1138 (Fed. Cir. 2000). 
The CAFC found that there was sufficient 
evidence to support a finding that the jury's 
conclusion of equivalent structures was 
reasonable. Therefore, the judgment of 
infringement was affirmed. 
 
4. Prosecution History of Pending 

Application Affects Scope of Already 
Issued Patent in Same Family 

 
Microsoft Corp. v. Multi-Tech Sys., Inc., No. 
03-1138 (Fed. Cir. Feb. 3, 2004) 
 
Issue: Can statements made during 
prosecution of an application limit the scope of 
an issued patent having a common 
specification and issued before such 
statements were made? Answer: Yes. 
 
Multi-Tech owns five patents directed to 
personal computer-based systems and 
methods for simultaneously transmitting 
packetized voice and/or computer data to a 
remote site over a telephone line. All five 
patents are derived from the same parent 
application, which issued as U.S. Patent No. 
5,452,289, and share a common specification. 
Only three patents are at issue on appeal: U.S. 
Patents Nos. 5,600,649 ("the '649 patent"), 
5,764,627 ("the '627 patent") and 5,790,532 
("the '532 patent"). 
 
After the '649 patent issued, Multi-Tech 
distinguished pending claims of the '627 patent 
over a prior art reference (Lewen) by arguing 
that its claimed voice packets "proceed directly 
from the communications system through the 
[telephone] line to a receiving communications 
system at the other end of the line." Multi-Tech 
"also described its specification as disclosing 'a 
communications system which operates over a 
standard telephone line[, which] establishes a 
point-to-point connection between telephone 
equipment on each end of the line.'" 
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Argument: Microsoft argues that the claim 
language, specification and prosecution history 
of the '627 patent require a direct point-to-point 
connection over a telephone line. This is partly 
because Multi-Tech defined its invention as 
establishing a direct connection between local 
and remote sites over a telephone line and 
because Multi-Tech argued that its claims 
require a "point-to-point" connection "from the 
communications system through the 
[telephone] line to a receiving communications 
system at the other end of the line." Multi-Tech 
disputed this interpretation and argued that, 
even if correct, any disclaimer arising from 
those statements should not be applied to the 
other two patents because the '649 patent 
issued before those statements were made 
and because the inventions claimed in the '649 
and '532 patents are distinct from the invention 
claimed in the '627 patent. (The Lewen 
reference was not cited against the '649 patent 
or the '532 patent.) 
 
Decision: Multi-Tech's statements regarding 
the travel of packets "over" and "through" a 
telephone line in the specification, and its 
arguments distinguishing over the prior art on 
this basis, constituted a disclaimer of data 
transmission methods over a packet-switched 
network like the Internet. Moreover, the CAFC 
has previously held that prosecution history of 
one patent is relevant to understanding the 
scope of common terms in a second patent 
stemming from the same parent application. 
This reasoning applies even when one patent 
has issued at the time relevant arguments 
were made in a related application. 
 
Where related patent applications share a 
common specification, a disclaimer in one 
application can be used to limit the scope of 
claims in a related application, even if the 
related application has matured into a patent at 
the time of the disclaimer. 
 

WELCOME NEW MEMBERS 

 
We are pleased to welcome the following 
new members to the ranks of the OCPLA.  
His/her workplace and sponsors are listed. 
 
 

New Member/Org. Sponsors  
Mark J. Gallagher 
(Knobbe, Martens, Olson 
& Bear, LLP) 

John King 
Ron Schoenbaum 

  
Nira Brand 
(Knobbe, Martens, Olson 
& Bear, LLP) 

John King 
Ron Schoenbaum 

  
Soomee T. Lee 
(Christie, Parker & Hale, 
LLP) 

Joel Kauth 
Tom Dao 

  
Minn Chung 
(McDermott, Will & 
Emery) 

Matthew Weil 
Greg Hollrigel 

  
Brian J. Gallagher Allan Grant 

Greg Hollrigel 
  
Kirk A. Buhler 
(Buhler & Associates) 

Greg Hollrigel 
Neal Cohen 

 
Pursuant to Section 3.2 of the by-laws of the 
Orange County Patent Law Association, 
anyone having reason to believe that a new 
member is not qualified for membership may 
file a written objection with the Secretary within 
30 days after this notice. If you are interested 
in joining our association, the amount due 
annually for Regular or Associate Membership 
is $35 and for Student Membership is $17.50. 
Annual dues are due in January of each year.  
 

OCPLA WEBSITE 

 
Check the OCPLA website at www.ocpla.org 
for copies of the OCPLA newsletter, for 
membership information and for current 
events of interest to members.  Let us have 
your comments.  We will be making changes 
and improvements as time passes, and your 
comments will be useful in knowing what to 
change and what to leave alone. Send 
comments to “webmaster@ocpla.org.”   
 

OCPLA POLICY 

 
Although we are open to comments and 
suggestions, present policy concerning 
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publication of advertisements in this 
newsletter is as follows:  (1) “Positions 
Wanted,” “Positions Available,” and other 
similar ads will be printed free of charge and, 
unless otherwise requested, will run for two 
months; (2) Other ads such as word 
processing, legal support services, and firm 
announcements will be published for $15 per 
issue or $150 per year (for all 12 issues), 
payable in advance.  We reserve the right to 
edit each advertisement.  Please contact the 
Newsletter editor to place your ad or with your 
comments and suggestions. 
 

BOARD OF DIRECTORS AND COMMITTEE CHAIRS 
 
BOARD OF DIRECTORS TELEPHONE/E-MAIL 
 
President Matthew F. Weil 949-851-0633 
  mweil@mwe.com 
V.P./President Elect Margaret A. Kivinski 949-757-1999 
  mkivinski@therox.com 
Secretary John R. King 949-760-0404 
  jking@kmob.com 
C.F.O./Treasurer Leonard R. Svensson 714-708-8555 
  lrs@bskb.com 
Directors Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
 Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
 TJ Singh (949) 955-1920 
  tjsingh@koslaw.com 
Immediate Past  Stefan J. Kirchanski 310-734-5200 
President  skirchanski@reedsmith.com 
 
COMMITTEE CHAIRPERSONS 
 
Annual Seminar Margaret A. Kivinski 949-757-1999 
  mkivinski@therox.com 
 Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Copyright Practice Darren S. Rimer (949) 367-1541 
  darren@rimermath.com 
Federal Courts  Position Open 
   
Int’l IP Practice  Alexander R. Schlee 310-545-9851 
  alexschlee@vjp.de 
Law Off. Mgmt. Gabia Pakstys 650-326-3466 
  gpakstys@sbcglobal.net 
Legislative  Position Open 
   
MCLE T. J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
Meetings/Programs Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Newsletter Editor Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
Patent Practice Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Trade Secrets/Unfair  Position Open 
   

Competition Law Perry J. Viscounty 714-755-8288 
  perry.viscounty@lw.com 
Trademark Practice Susan Natland 949-760-0404 
  smn@kmob.com 
Luncheon Speakers Matthew F. Weil 949-851-0633 
  mweil@mwe.com  
OCPLA Website Marlene Klein 949-932-3132 
  marlene.klein@cda.canon.com 
OCPLA Database Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
 

OCPLA NEWSLETTER 
Orange County Patent Law Association 

 
The OCPLA Newsletter is a copyrighted publication 
that is normally published shortly before each 
OCPLA General Meeting.  Copyright �  2004 The 
Orange County Patent Law Association.  All rights 
reserved.  Printed in the United States of America.  
Reproduction of this newsletter is authorized if the 
source, author and copyright notice information are 
provided on all reproductions. 
 
This document is provided for informational 
purposes only. The articles contributed by identified 
authors express only the views of the particular 
author or authors, and do not necessarily reflect the 
opinions of the Orange County Patent Law 
Association or its editorial staff.  Any questions or 
comments concerning the articles should be 
directed to the author.  Any errors should be 
brought to the attention of the Editor so that 
appropriate corrections can be published in a 
subsequent edition of the Newsletter. 
 
The OCPLA reserves the right to determine which, 
if any, submitted articles will appear in this 
Newsletter. 
 
We hope that the Newsletter is helpful, informative, 
entertaining and interesting. Comments, ideas, 
announcements, proposed articles, suggestions 
and any other communications concerning the 
content, form or other aspect of this newsletter may 
be directed to: 
 
 OCPLA Newsletter Editor 
 Greg S. Hollrigel 
 Stout, Uxa, Buyan & Mullins, LLP 
 4 Venture, Suite 300 
 Irvine, CA 92618 
 email:  gsh@patlawyers.com 
 Tel:  949-450-1750 
 Fax:  949-450-1764 
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SERVICES, ANNOUNCEMENTS, WANT ADS 
 

MARCELO SROKA, CPA 
Wertz & Company LLP 

2603 Main Street, Suite 810 
Irvine, CA  92614 

949/ 756-5000 
 

STEPHEN T. FREEMAN, ESQ. 
Straddling, Yocca, Carlson & Rauth 

Corporate and Tax Matters 
(949) 725-4000 

 
 

POSITION SOUGHT 
 

IP SECRETARY 
 

I am an IP secretary with 10 years of 
secretarial experience plus 18 years of Word 
Processing experience - patents, 
trademarks, prosecution and litigation.  I am 
looking for a position as an IP Secretary in 
OC or LA County.  For a resume or 
additional details, please contact me as 
follows:   
 
Tina Kavanaugh 
917-679-9364 
tkavanaugh@proskauer.com  

 

Silicon Valley Seminars’  
2004 Workshop Schedule 

 
The PCT &  the PCT PROCESS 

(Secretar ies • Paralegals • Patent Attorneys/Agents) 
Los Angeles 4/19   
San Diego 4/20  

 
TRADEMARKS &  and the TRADEMARK 

PROCESS 
(Secretar ies • Paralegals • Attorneys) 

San Diego 6/16 
 

FOR DETAILS VISIT www.patentseminars.com  
or  contact Steve Shear  at steve@patentseminars.com 

 
ASK ABOUT IN-HOUSE AND CO-SPONSORED 

WORKSHOPS AT REDUCED RATES 

 

POSITIONS OPEN 
 

Patent Associate 
 
Duties include mechanical and electrical 
patent preparation and prosecution.  Must 
have at least 5 years US and PCT 
experience, and ability to work as primary 
client contact.  Technical background is 
preferably EE, physics, or mechanical. 
 

Supervising Attorney 
 
Duties include 1) ensuring that patent 
applications/amendments written by other 
attorneys meet written quality control 
standards of firm; 2) working 2-3 days per 
week – about 10-20 hours per week; 3) 
writing own cases outside of office if desired. 
 

Billing Supervisor 
 
Duties include 1) responsibility for all client 
billing; 2) primary point of communication 
with clients for collection issues; and 3) 
supervising clerical assistant.  About 12-15 
hours per week.  Must be highly proficient in 
Timeslips. 
 
Email letter and resume to: Shimokaji & 
Associates, P.C., info@shimokaji.com. 
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Orange County Patent Law Association 
April Meeting 
 

 Date: Wednesday, April 28, 2004 
 

 Time: 12:00 Noon; Lunch will be served promptly at 12:15 p.m. 
 

 Location: Wyndham Garden Hotel 
  3350 Avenue of the Arts 
  Costa Mesa, California 
 

 Topic: From the Litigation Trenches (or:  Why Masimo Deserved Its $134.5 
Million Verdict) 

 

 Speaker:  Joe Re of Knobbe, Martens, Olson & Bear, LLP 
 

 Cost: $30 for members and $35 for non-members 
 

 Reservations: Please make reservations by filling out the form below and mailing it 
with a check to Neal M. Cohen to reach his office address given 
below, by the Friday before the meeting.  If time is short, please also 
email Neal at nmc@cohen-sak.com or call in your reservation to the 
OCPLA Reservations Line number at (949) 724-1849. 

 
The Orange County Patent Law Association certifies that this activity has been approved for minimum 
Continuing Legal Education credit by the State Bar Association of California in the amount of 1.0 hour. 
The Orange County Patent Law Association certifies that this activity conforms to the standards for 
approved education activities prescribed by the rules and regulations of the State Bar of California 
governing Minimum Continuing Legal Education.  The Orange County Patent Law Association is a 
State Bar of California MCLE-approved provider. 
 

Reservation Form 
 
Enclosed is a check for $_______ payable to ORANGE COUNTY PATENT LAW 
ASSOCIATION for the OCPLA General Membership luncheon on Wednesday, April 28, 2004 
for the following person(s): 
              
              
               
This form and check should be mailed to: 
 

Neal M. Cohen 
Attention:  OCPLA Lunch Reservations 

Cohen  Sakaguchi & English LLP 
2040 Main Street, 9th Floor 

Irvine, CA 92614 
Tel:  (949) 724-1849 
Fax:  (949) 625-8955 

E-mail:  nmc@cohen-sak.com 
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Orange County Patent Law Association 
WWW.OCPLA.ORG ···· P.O. Box 7632 Newport Beach, CA  92658 

 

2004 MEMBERSHIP APPLICATION/RENEWAL FORM 
 

 
This is an application for (please circle one): Membership Renewal or New Membership 
Member / Applicant Information: 
Name:   
Firm/Employer:   
Address:  
E-mail Address (required to receive newsletter):   
Telephone No.: _______________________________________ Facsimile No.:   
 
Professional Information: Yes No  
Are you a member of the California bar? ___ ___ Bar No.   
Are you a member of the bar of another state 
or the District of Columbia? 

 
___ 

 
___ 

Jurisdiction/Bar No. 
  

Are you registered to practice before the 
U.S.P.T.O.? 

 
___ 

 
___ 

Reg. No. 
  

Are you a student? ___ ___ School:   
 
Please circle not more than TWO committees in which you would like to participate: 
Annual Seminar Law Office Management Membership 
Copyright Practice Legislation Patent Practice 
Federal Courts MCLE Trademark Practice 
International Practice Meetings/Programs Trade Secret/Unfair 

Competition 
 
Dues Membership Year 2004 (please circle one): (New Member After 07/01/04) 
Regular Membership (attorneys, agents): $35.00 $17.50 
Student Membership $17.50 $  8.75 
Associate Membership (other) $35.00 $17.50 
 
New Applicants please complete the following: 
 
I believe I qualify for membership in the Orange County Patent Law Association. 
 
Applicant’s Signature:________________________________  Date: __________________  
Printed Name:______________________________________  
 
Send Application to OCPLA P.O. Box 7632 Newport Beach, CA  92658 
Two OCPLA member sponsors are required for new applicants.  Two undersigned members hereby 
recommend the above-signed applicant for membership into the Orange County Patent Law Assn.   
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
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2004 OCPLA EVENTS SCHEDULE   
�
�

�
�
�
�
�
�
�
�
�
�
�
�
�
 Orange County Patent Law Association 
 P.O. Box 7632 
 Newport Beach, CA  92658 
 

Date Location Speaker/Event Topic 

April 28, 2004 
Wyndham Garden 

Hotel 

Joe Re 
 Knobbe, Martens, Olson 

& Bear, LLP 

From the Litigation 
Trenches (or:  Why 

Masimo Deserved Its 
$134.5 Million Verdict) 

May 26, 2004 Wyndham Garden 
Hotel 

TBA TBA 

June 23, 2004 Wyndham Garden 
Hotel 

TBA TBA 


