
 

 

�

OCPLA NEWSLETTER 
Orange County Patent Law Association 

www.ocpla.org 
 

 

 Vol. 10, No. 2 February 2004 
    

FEBRUARY LUNCHEON MEETING 

 
MCLE Ethics Credit:  Please join us at our 
next luncheon meeting on Wednesday, 
February 25, 2004, when we are pleased to 
present Brian Ahern of Ahern Insurance 
Brokerage, who will speak on “Rising 
Malpractice Insurance Rates: Crisis or 
Chronic?”. The lunch will be held at noon at 
the Wyndham Garden Hotel. 
 

MARCH BOARD MEETING 

 
On March 3, 2004, the OCPLA Board of 
Directors is holding its monthly meeting at 
noon at the offices of Cohen & Sakaguchi, 
LLP. 
 
Members who wish to present items for the 
Board’s consideration should contact our 
president, Matthew Weil, to have their item 
placed on the agenda, and to verify the time 
and location of the meeting.  
 

RSVP ON TIME FOR MONTHLY LUNCHES 

 
To reduce the likelihood of additional rate 
increases associated with last minute 
reservations, and attendance without 
advance reservations, we encourage you to 
RSVP early, i.e., no later than by noon on 
the Friday preceding the meeting, so that we 
can provide more accurate numbers of 
luncheon attendees to the hotel.  Your efforts 
to register at least five days in advance of 
the lunches will be greatly appreciated, both 
by the hotel and the OCPLA Board of 
Directors. 
 
 

MESSAGE FROM THE PRESIDENT 

 
Sometimes, a new administration brings with 
it a flurry of activity as the new head guy (or 
gal) works to fulfill its campaign promises … 
but I don©t recall making any campaign 
promises, so we are writing on a clean slate 
this year.  So, as you write out that check for 
$35.00 to renew your OCPLA membership, 
please take a moment to reflect on what 
works for you about the OCPLA and what 
you think would help you get more out of 
your OCPLA membership.  I am open to 
pursuing all sorts of initiatives to help keep 
the OCPLA vital and relevant in these times 
of fast-paced legal developments and 
information overload.  Please e-mail me your 
thoughts and suggestions at 
mweil@mwe.com. 
 

2004 MEMBERSHIP RENEWAL 

 
2004 OCPLA membership dues are now 
due.  Dues for 2004 will remain at $35 for 
attorneys and agents and entitle you to 
receive the monthly OCPLA newsletter, 
frequent announcements, and reduced rates 
for the monthly luncheons and seminars.  A 
membership form is included in this month’s 
newsletter and is also available on our 
website, at www.ocpla.org.  If you have not 
already done so, please renew now! 
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MARK YOUR CALENDARS . . . 

 
 
February 25, 2004 Rising Malpractice  

Insurance Rates:  
Crisis or Chronic? 

 
March 26-28, 4004 Spring Seminar 
 
 

E-MAIL DISTRIBUTION OF THE NEWSLETTER 

 
The Newsletter is now being 
transmitted solely by electronic 
mail. If you know of anyone who 
should be, but is not getting this e-

mail distribution, please have them contact 
Greg Hollrigel at gsh@patlawyers.com. 
 
 

SPRING SEMINAR 

 
The OCPLA’s Spring Seminar will be held on 
March 26, 2004 to March 28, 2004, at the 
Hyatt Regency Suites Palm Springs, 285 
North Palm Canyon Drive.  Save the date!  
Come meet Commissioner Rogan.  More 
detail will be available soon, along with 
reservation and sign-up sheets, which will be 
emailed to you separately and posted on the 
OCPLA’s website www.ocpla.org.  We will 
also e-mail periodic updates to OCPLA 
members.   For more information in the 
meantime, please contact Margaret Kivinski 
at 949 757-1999 or mkivinski@therox.com. 
 
 

DELAYS AFFECTING RECENTLY FILED U.S. 
PATENT APPLICATIONS 

 
It appears the USPTO may have lost track of 
numerous U.S. patent applications filed 
during the summer of 2003.  We know of 
hundreds of applications filed between May 
and August 2003 (when the PTO was 
transitioning to electronic imaging of file 
wrappers) which never yielded filing receipts 
or notices to file missing parts.  Sources 
familiar with PTO operations speculate that 
thousands of cases were simply never 
processed. 
 
We can only hope the PTO will eventually 
identify and process these missing cases, 
but it would not be a bad idea to file a 
Request for Official Filing Receipt for any 
application you believe may be affected. 
 
 

PTO UPDATE 
 

BY GREG S. HOLLRIGEL 
STOUT, UXA, BUYAN & MULLINS, LLP 

gsh@patlawyers.com  

 
1. Patent assignment information online 
 
Assignment information for issued U.S. 
patents and published U.S. patent 
applications is now available on the USPTO 
website at the following address: 
http://assignments.uspto.gov/assignments/. 
 
2. Revised procedures to deliver 

documents requiring immediate 
attention 

 
The USPTO recently published procedures 
for the centralized delivery of documents.  
On February 2, 2004, the PTO posted 
revised procedures for papers requiring 
immediate attention.  The new procedures 
relate to:  (1) Petitions for express 
abandonment to avoid publication under 37 
CFR 1.138(c); (2) Petitions to withdraw 
applications from issue under 37 CFR 
1.313(c); and (3) Requests for expedited 
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examination of design applications.  Details 
regarding the revised procedures can be 
found at the following address:  
http://www.uspto.gov/web/offices/pac/dapp/o
pla/preognotice/revisedfax.pdf. 
 
 

MINUTIAE 
 

BY NEAL M. COHEN 
COHEN & SAKAGUCHI LLP 

 
Filing a Petition To Withdraw a Holding of 

Abandonment 
 
You’ve notified your client of the good news 
that the issue fee has been paid, the formal 
drawings have been submitted, and a patent 
should issue within 60 days.  So what do you 
tell them when instead of an issued patent, 
you receive a Notice of Abandonment? Well, 
it depends. 
 
If you properly availed yourself of the 
benefits of 37 C.F.R. § 1.8 or 1.10 
(Certificate of Mailing or Express Mail 
mailing), and / or M.P.E.P. § 503 (Itemized 
Return Postcard), then you’re in luck.  You 
can tell your client that to your astonishment, 
the PTO has made a mistake.  However (you 
continue on), due to your firm policy of 
strictly following PTO procedures on 
documenting prosecution, you have the 
necessary proof to correct the PTO error 
without paying additional government fees. 
 
Specifically, 37 C.F.R. § 1.181 and M.P.E.P. 
§ 711.03(c)(I) allow the applicant to file a 
Petition to Withdraw (the PTO’s) Holding of 
Abandonment – without paying a petition fee 
- by filing the required proof (i.e., Certificate 
of Mailing or Express Mail, and / or itemized 
return postcard).  The petition and 
accompanying proof must be mailed to MS 
Issue Fee, and must be filed within 2 months 
of the Notice.  It would seem like a good idea 
to use a certificate of mailing and a return 
postcard with your petition as well. 
 
Please e-mail any questions, comments, or 
submissions for future Minutiae columns, to 

Neal M. Cohen, at nmc@cohen-sak.com. 
(Note: all submissions must be approved by 
the Editor prior to publication). 
 
 

RECENT INTERESTING IP CASES 
 

BY LEONARD R. SVENSSON 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 

lrs@bskb.com 

 
1. Equivalents Surrendered By 

Rewriting Dependent Claims In 
Independent Form 

 
Ranbaxy Pharms., Inc. v. Apotex, Inc., No. 

02-1429 (Fed. Cir. Nov. 26, 2003) 
 
Issue A: May redrafting a dependent claim 
in independent form result in prosecution 
history estoppel? Answer: Yes. 
 
Issue B: Has sufficient evidence been 
presented to rebut the presumption of 
surrendering an equivalent when a genus is 
substituted by a list of species? Answer: No. 
 
Facts: Cefuroxime axetil is an antibiotic that 
exists in amorphous and crystalline forms. 
Apotex owns U.S. Patent No. 5,847,118 
directed to a process for preparing 
amorphous cefuroxime axetil. The original 
independent claim in the Apotex application 
was drawn to a process for preparing 
amorphous cefuroxime axetil which included 
the use of "a highly polar organic solvent." 
Various dependent claims named specific 
types of solvents. After a rejection of the 
original independent claim as being indefinite 
(35 U.S.C. sec. 112, second paragraph) due 
to its employment of the language "highly 
polar," Apotex limited the independent claim 
to recite specific types of solvents which had 
originally been named in non-rejected 
dependent claims (including formic acid). 
Ranbaxy©s process uses acetic acid rather 
than any of the types of solvents specifically 
named in the patent. Ranbaxy sought a 
declaratory judgment of non-infringement. 
Apotex conceded no literal infringement, but 
counterclaimed for infringement under the 
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Doctrine of Equivalents and moved for a 
preliminary injunction. The district court ruled 
against Apotex, holding that prosecution 
history estoppel considerations prevented 
Apotex from showing a reasonable likelihood 
of success on the merits of its infringement 
counterclaim. The CAFC indicated that 
prosecution history estoppel is a question of 
law, reviewable de novo. 
 
Argument A: Apotex argued that because 
the examiner had stated that the dependent 
claims would be patentable if rewritten in 
independent form, recasting them in 
independent form did not constitute a 
narrowing amendment for a substantial 
reason related to patentability. 
 
In distinguishing over its decision in Bose 
Corp. v. JBL, Inc., 274 F.3d 1354, 61 
U.S.P.Q.2d (BNA) 1216 (Fed. Cir. 2001), the 
CAFC reasoned that Apotex had done more 
than simply add an additional inherent 
element to the independent claim, as had 
been done in Bose. Apotex had further 
defined and circumscribed an original claim 
limitation in order to making the claims 
allowable. "The additional language limited 
©highly polar solvent© to a defined group of 
solvents: sulfoxides, amides, and formic 
acid. In so doing, the patentee is presumed 
to have surrendered the equivalents that 
may have been encompassed by ©highly 
polar solvent.©" The district court, therefor 
properly determined that there had been a 
narrowing amendment for a substantial 
reason related to patentability. 
 
Argument B: Referring to the relationship 
between the accused acetic acid process 
and the expressly claimed formic acid 
process, "Apotex argues that it was ©not 
foreseeable that the acceptance of the 
structurally-defined subject matter could 
constitute surrender of a highly polar organic 
solvent [acetic acid] which is the obvious 
structural equivalent (homolog) of one of the 
recited solvents [formic acid].©" Ranbaxy 
responded that acetic acid was a 
foreseeable equivalent to formic acid, such 
that acetic acid could have and should have 
been disclosed and included in the claim. 

 
The CAFC pointed out that foreseeability 
relates to the equivalent itself, not to whether 
an amendment may result in prosecution 
history estoppel. Since acetic acid was 
known by chemists to be equivalent to formic 
acid, it was "foreseeable to literally include 
acetic acid in the claim." Apotex, therefore, 
had not overcome the presumption that it 
had surrendered coverage of acetic acid by 
narrowing the genus of solvents. 
 
2. The Price to Be Paid Under Section 

112, Sixth Paragraph 
 
Med. Instrumentation & Diagnostics Corp. v. 

Elekta AB, No. 03-1032 (Fed. Cir. Sept. 
22, 2003) 

 
Issue: When interpreting a claim written in 
"means plus function" format, must the 
specification clearly identify a particular 
structure corresponding to the claimed 
"means"? Answer: Yes. 
 
Facts: The plaintiff Medical Instrumentation 
and Diagnostics Corporation owns two 
patents (U.S. Patent Nos. 5,099,846 and 
5,398,684) which both describe as an 
apparatus for generating a video 
presentation of images from a variety of 
separate scanner imaging sources. The 
claims at issue are written in "means-plus-
function" format and recite an apparatus 
comprising "means for converting [a] plurality 
of [acquired] images into a selected format." 
 
During a patent infringement action brought 
against the defendants ("Elekta"), the district 
court construed the asserted claims by 
relying on 35 U.S.C. sec. 112, para. 6, which 
states: 
 

An element in a claim for a 
combination may be 
expressed as a means or step 
for performing a specified 
function without the recital of 
structure, material, or acts in 
support thereof, and such 
claim shall be construed to 
cover the corresponding 
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structure, material, or acts 
described in the specification 
and equivalents thereof. 

 
Regarding the claimed "means for 
converting," the district court looked to the 
patent specification to conclude that the 
disclosed structure corresponding to the 
claimed "means" included a framegrabber 
video display board and a computer video 
processor ("CVP"), which both convert 
analog data into a selected digital format, 
and also software. 
 
The accused devices do not perform analog-
to-digital conversion, and instead only 
perform digital-to-digital conversion using 
software. Although the patentee concedes 
that the accused devices do not include the 
disclosed or equivalent structure for analog 
to digital conversion, the court©s construction 
of the "means for converting" as covering 
software for conversion resulted in a jury 
verdict of infringement. 
 
Elekta appealed. 
 
Argument: Elekta asserted that the district 
court©s inclusion of software for digital-to-
digital conversion as structure corresponding 
to the claimed "means for converting" was 
erroneous. More specifically, Elekta asserts 
that the only disclosed structure clearly 
associated with the claimed converting 
function is the framegrabber and the CVP, 
and that the patent specification does not 
clearly link any disclosed software routine to 
the claimed converting function. 
 
Although Section 112, paragraph 6, allows 
apparatus claims to be drafted using 
"means-plus-function" language, the 
specification supporting such claims must 
clearly link the claimed function with a 
particular structure. Otherwise, such claims 
would be indefinite under 35 U.S.C. sec. 
112, para. 2. The proper inquiry for defining 
the scope of a "means-plus-function" claims 
element is whether the disclosure conveys to 
one of ordinary skill in the art that the 
element corresponds to a particular 
structure. 

 
In this case, although the patent disclosure 
refers to the use of software for other 
functions, there is no clear link between a 
software routine and the claimed converting 
function. The CAFC, therefor, found the 
district court©s conclusions on claim 
interpretation to be erroneous, reversed the 
holding of infringement, and held that Elekta 
is entitled to judgment as a matter of law 
("JMOL") of non-infringement. 
 
3. FDA Not Required to Review 

Patents Substantively Before 
Listing In Orange Book 

 
Apotex, Inc. v. Thompson, No. 02-1295 

(Fed. Cir. Oct. 27, 2003) 
 
Issue: Is the FDA required to substantively 
review and evaluate patents prior to listing 
them in the Orange Book? Answer: No. 
 
Facts: Under the Hatch-Waxman Act, the 
U.S. Food and Drug Administration ("FDA") 
may approve a generic version of an 
approved drug based on an Abbreviated 
New Drug Application ("ANDA"). If the ANDA 
establishes that the active ingredient in the 
generic is the same as the active ingredient 
in the previously approved drug and that the 
generic is bioequivalent to the approved 
drug, the ANDA applicant may rely on the 
safety and effectiveness data contained in 
the original New Drug Application ("NDA"). 
The Hatch-Waxman Act also requires NDA 
applicants to identify any patents that claim 
the drug or methods of using the drug that is 
the subject of the NDA, more commonly 
known as the "Orange Book" listing. An 
ANDA applicant must certify with regard to 
each patent that claims the approved drug 
that (1) no patent information has been filed 
with the FDA; (2) the patent has expired; (3) 
the patent will expire on a particular date; or 
(4) the patent is invalid or will not be 
infringed by the manufacture, use, or sale of 
the generic drug. When an ANDA applicant 
certifies that the patent is invalid or will not 
be infringed ("paragraph IV certification"), the 
applicant must provide notice to the patentee 
of the certification. If the patentee files an 
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infringement action within a 45-day period, 
the FDA may not approve the ANDA until 30 
months have passed, unless the case is 
decided before then or the 30-month period 
is modified by the court. 
 
SmithKline Beecham Corporation ("SK") 
holds an NDA for the pharmaceutical "Paxil", 
the active ingredient in which is paroxetine 
hydrochloride hemihydrate. SK listed U.S. 
Patent No. 4,721,723 ("the ©723 patent") 
which claims crystalline paroxetine 
hydrochloride hemihydrate in the Orange 
Book in association with its NDA. Apotex©s 
proposed generic drug was an anhydrous 
form of paroxetine hydrochloride, which 
Apotex asserted under a paragraph IV 
certification would not infringe the ©723 
patent. After receiving notice of Apotex©s 
paragraph IV certification, SK filed a patent 
infringement action alleging Apotex©s drug 
would infringe the ©723 patent. The suit 
names Secretary of Health and Human 
Services Tommy Thompson, the FDA, its 
Deputy Commissioner Lester Crawford and 
SmithKline Beecham Corp. The filing of that 
suit triggered the automatic 30-month stay 
during which the FDA could not approve 
Apotex©s ANDA. The stay expired on 
November 21, 2000, but SK listed additional 
patents (the ©132 patent, the ©759 patent, the 
©423 patent, the ©944 patent, and the ©233 
patent) in the Orange Book as covering 
paroxetine hydrochloride hemihydrate, which 
required additional paragraph IV 
certifications from Apotex and resulted in an 
additional 30- months stay for each patent. 
 
Apotex filed a citizen©s petition challenging 
the FDA ©s refusal to grant final approval of 
its ANDA and requesting that the ©132 and 
©423 patents be removed from the Orange 
Book on the ground that the patents did not 
claim Paxil. The FDA denied the petition and 
Apotex sought declaratory and injunctive 
relief, including a declaration that the ©132, 
©759, ©423, ©944, and ©233 patents were 
improperly listed in the Orange Book and an 
injunction requiring the FDA to de-list those 
patents and to approve Apotex ©s ANDA. 
 

The FDA moved to dismiss Apotex©s 
complaint for failure to state a claim upon 
which relief could be granted. The district 
court granted the FDA©s motion, holding that 
the there is no cause of action against the 
FDA to de-list a patent from the Orange 
Book. 
 
Argument: Apotex argued that SK©s patents 
do not claim any aspect of the drug that is 
the subject of SK©s NDA, and that the FDA 
has an enforceable obligation to remove 
those patents from the Orange Book 
because they are listed in contravention of 
21 U.S.C. § 355(c)(2). Defendants FDA and 
SK responded that the FDA does not have a 
duty under section 355(c)(2) to resolve 
patent scope and determine whether a listed 
patent claims the drug or a method of using 
the drug stated in the approved NDA. The 
FDA and SK argued that the FDA has only a 
ministerial role in the Orange Book listing 
process, and that it is the responsibility of the 
NDA holder to determine whether a patent 
claims the drug or a method of using the 
drug that is the subject of the NDA for 
purposes of Orange Book listing. 
 
In order to be entitled to relief on that claim, 
Apotex must establish (1) that it has a cause 
of action to force the FDA to de-list patents 
that do not satisfy the requirements of 
section 355(c)(2); and (2) that one or more of 
the patents that SK submitted for listing in 
the Orange Book do not satisfy the statutory 
criteria for listing. The CAFC found that it is 
unclear from the Hatch-Waxman Act whether 
Congress envisioned that the FDA would 
review the substance of the patents proffered 
by NDA holders for listing in the Orange 
Book. As a result, the court therefore looked 
to the agency©s interpretation of its 
responsibilities under the statute and 
considered whether the agency©s regulation 
on the issue is a permissible construction of 
the role of the agency under section 
355(c)(2). The CAFC found that the FDA©s 
interpretation of the statute is permissible 
and that it therefore must be upheld. 
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First, section 355(c)(2) 
provides that the NDA holder 
"shall file" the pertinent patent 
information and that upon the 
submission of that patent 
information, "the Secretary 
shall publish it." The language 
is mandatory in nature and 
does not include any 
suggestion that the Secretary 
is to review the patent 
information to determine 
whether the patents in 
question actually claim the 
drug that is the subject of the 
applicant©s NDA. 

 
Second, the reference in 
section 355(d) to the 
consequences of the FDA©s 
finding that an NDA "failed to 
contain the patent information 
prescribed by [section 355(b)]" 
does not compel the 
conclusion that the FDA must 
review all submitted patents 
and refuse to publish those 
that do not claim the pertinent 
drug or method of use. 

 
The Court determined that "the Hatch-
Waxman Act does not require the FDA to 
review patents substantively before listing 
them in the Orange Book. ... [A]n ANDA 
applicant must file a paragraph IV 
certification for each patent that claims a 
drug that is the subject of an approved NDA 
and for which Orange Book listing is required 
under section 355(b) or 355(c)." 
 
4. "A"  Or "An"  Means "One"  In a 

Markush Group 
 
Abbott Labs. v. Baxter Pharm. Prods., Inc., 

No. 02-1400  (Fed. Cir. July 3, 2003) 
 
Issue: Does the article "a" or "an" as recited 
in a proper Markush group carry the meaning 
of "one or more" in an otherwise open-ended 
claim? Answer: No. 
 

Facts: Abbott owns U.S. Patent No. 
5,990,176 ("the ©176 patent"). Claim 1 of the 
©176 patent recites, in part, a "composition 
comprising a quantity of sevoflurane; and a 
Lewis acid inhibitor ... said Lewis acid 
inhibitor selected from the group consisting 
of ...." Method claim 6 of the ©176 patent 
recites the same Markush group of Lewis 
acids as claim 1. Typical formats for a 
Markush group include "an item selected 
from the group consisting of A, B and C" or 
"at least one item selected from the group 
consisting of A, B and C" or "an item 
selected from the group consisting of A, B, C 
and mixtures thereof." 
 
Argument: Abbott argued that the claims 
are open-ended and are understood to 
include more than one Lewis acid. Abbott 
argues specifically that the recitation of the 
article "a" in the phrase "a Lewis acid 
inhibitor" which is outside the Markush group 
would be interpreted as encompassing more 
than one Lewis acid inhibitor. Abbott did not 
address the interpretation of the Markush 
group in their arguments. 
 
Since a proper Markush group uses closed 
claim language, when Abbott added the 
Markush group to define the Lewis acid 
inhibitor, the claim was limited to only one 
member of the Markush group being present 
in the composition. Without expressly 
indicating that the Lewis acid inhibitor may 
include more than one member of the 
Markush group, recitation of "a" or "an" in a 
Markush group is interpreted as only one 
Lewis acid inhibitor. 
 
The court found that only one Lewis acid 
inhibitor is intended by the claim language 
since the Lewis acid inhibitor is defined by a 
Markush group which recites the singular 
article "a" or "an" with the properly closed 
language of "consisting of." Without 
expressly indicating multiple members of the 
group, the closed language carries the 
meaning of only one member. 
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THE USPTO PROPOSES NEW RULES AND 
REPRESENTATION OF CLIENTS BEFORE THE 

USPTO 
 

BY LEONARD R. SVENSSON 
BIRCH, STEWART, KOLASCH & BIRCH, LLP 

lrs@bskb.com 

 
On December 12, 2003, the USPTO 
published a notice of proposed rulemaking 
entitled “Changes to Representation of 
Others Before the United States Patent and 
Trademark Office (68 Fed. Reg. No. 239, pp. 
69442-69562).  Key points of the proposed 
rules relate to: 
 
 (1) New fees to obtain and maintain PTO 

registration to practice. 
 (2) New CLE requirements. 
 (3) Rules on conflicts, fee agreements 

with foreign clients and advertising by 
practitioners. 

 (4) New authority and procedures for the 
Director of Enrollment to investigate 
practitioners. 

 
Below are some comments regarding  some 
of the proposed new rules. 
 
The USPTO is proposing to implement a fee 
of about $100, at least initially, to obtain and 
maintain a registration to practice. 
 
The proposed rules relating to CLE 
requirements, including courses provided by 
the USPTO, may be at least somewhat 
redundant for attorneys who have state CLE 
requirements, but may be useful for helping 
the USPTO meet the responsibility to ensure 
professional and ethical representation 
before the USPTO by both patent attorneys 
and patent agents.  The OCPLA will look into 
becoming certified by the USPTO, if 
necessary. 
 
Proposed rule 37 CFR § 11.16 would provide 
the USPTO OED Director with a new and 
broad authority to examine the financial 
books and records maintained by a private 
law firm.  Although not stated in the notice of 
proposed rulemaking, it would appear from 

the wording of the proposed rule that the 
impetus for the rule is a concern about 
proper handling of trust accounts.   
 
While the rule provides that the OED Director 
may also examine any trust account 
“whenever the OED Director reasonably 
believes that the trust account may not be in 
compliance with the rules of professional 
conduct”, the rule provides absolutely no 
standard for when the OED Director would 
be authorized to otherwise examine a law 
firm’s financial books and records. The rule 
also makes no limitation on the scope of the 
examination, thereby permitting the OED 
Director to examine all of a firm’s financial 
books and records. 
 
Proposed rule 37 CFR § 11.104 would 
establish new procedures for practitioners to 
follow when dealing with a matter referred to 
the practitioner by a foreign attorney or 
foreign agent located in a foreign country. 
 
One aspect (subparagraph (b)) of proposed 
rule 37 CFR § 11.702 would require that a 
copy or recording of any advertisement or 
communication of this type shall be kept “for 
two years after its last dissemination along 
with a record of when and where it was 
used”.  Another aspect (subparagraph (e)) of 
proposed rule 702 would also require that 
any advertisement or communication to the 
public under this section must include “the 
name of at least one practitioner responsible 
for its content”. 
 
Paragraph (c) of proposed rule 37 CFR § 
11.703 would require the words “advertising 
material” to be included on the outside 
envelope “and at the beginning and ending 
of any electronic or recorded communication” 
with a client or prospective client. 
 
The full version of the proposed rules can be 
found at the USPTO©s website at the 
following address: 
 
http://www.uspto.gov/web/offices/com/sol/not
ices/68fr69442.pdf. 
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IP PRACTICE GROUP ANNOUNCES PATENT LAW 

PANEL DISCUSSION IN ORANGE COUNTY, CA 

 
The Patent Law Subcommittee of the IP 
Practice Group of the Federalist Society will 
hold a panel discussion at Whittier Law 
School in Costa Mesa, CA on March 4, 2004, 
on the topic “Knorr-Bremse: Time to Re-
evaluate Willful Infringement Defenses?”  A 
reservation form is included with this 
newsletter. 
 
The panelists are Prof. F. Scott Kieff, of 
Washington University Law School of St. 
Louis; Don W. Martens, of Knobbe Martens 
Olson & Bear, Irvine, CA; James H. Laughlin, 
Jr., of Swidler Berlin in Washington, DC; 
Jeffrey Sanok, of Crowell & Moring in 
Washington, DC; and Matt Weil, of 
McDermott Will & Emery, of Irvine, CA.  Prof. 
Richard Gruner of Whittier Law School will 
moderate. 
 
The panel discussion will be from 4-6 pm, 
followed by a light dinner.  MCLE credit will 
be offered. 
 
For further information contact Howard Klein 
at 949-955-1920 or at hjklein@koslaw.com. 
 

UTAH IP SUMMIT 

 
The IP Section of the Utah Bar is hosting the 
6th Annual Utah IP Summit on February 
20th, 2004, in Salt Lake City.  This event is 
widely attended by local attorneys and 
corporate professionals, but we believe that 
the subject matter and speakers would be 
relevant for a national audience.  For 
example, Judge Richard Linn of the Federal 
Circuit will be speaking on effective 
argument at the Federal Circuit.  A panel of 
corporate counsel will address non-
infringement opinions in light of the 
reconsideration of Knorr Bremse Sys v. 
Dana Corp.  Don Martens from Knobbe 
Martens Olson & Bear will be providing an 
Overview of 2003 Decisions from the Federal 
Circuit. 
 

Further information can be obtained at the 
Utah State Bar, IP Section, website at 
http://www.utahbar.org/sections/ip/html/utah_i
p_summit.html. 
 

SYMPOSIUM ANNOUNCEMENT 
 

Enforcement of Patents in the Pacific Rim 

 
The American Chemical Society (ACS) in 
conjunction with the 227th National Meeting 
of the ACS is sponsoring a symposium on 
Monday, March 29, 2004 from 9:30AM - 
Noon.  Patent attorneys from China, Japan, 
Australia, and the U.S. will speak about 
Enforcement of Patents in the Pacific Rim.  
The symposium is being held at the Anaheim 
Convention Center. 
 
For registration, contact the ACS at 
www.chemistry.org  and register for a day 
pass (Monday) to the ACS National Meeting 
in Anaheim.  For more information, contact 
Don Lewis at dlewis@scripps.edu. 
 

OCPLA WEBSITE 

 
Check the OCPLA website at www.ocpla.org 
for copies of the OCPLA newsletter, for 
membership information and for current 
events of interest to members.  Let us have 
your comments.  We will be making changes 
and improvements as time passes, and your 
comments will be useful in knowing what to 
change and what to leave alone. Send 
comments to “webmaster@ocpla.org.”   
 

OCPLA POLICY 

 
Although we are open to comments and 
suggestions, present policy concerning 
publication of advertisements in this 
newsletter is as follows:  (1) “Positions 
Wanted,” “Positions Available,” and other 
similar ads will be printed free of charge and, 
unless otherwise requested, will run for two 
months; (2) Other ads such as word 
processing, legal support services, and firm 
announcements will be published for $15 per 



 

Page 10 OCPLA Newsletter February 2004 
   
issue or $150 per year (for all 12 issues), 
payable in advance.  We reserve the right to 
edit each advertisement.  Please contact the 
Newsletter editor to place your ad or with your 
comments and suggestions. 
 

BOARD OF DIRECTORS AND COMMITTEE CHAIRS 
 
BOARD OF DIRECTORS TELEPHONE/E-MAIL 
 
President Matthew F. Weil 949-851-0633 
  mweil@mwe.com 
V.P./President Elect Margaret A. Kivinski 949-757-1999 
  mkivinski@therox.com 
Secretary John R. King 949-760-0404 
  jking@kmob.com 
C.F.O./Treasurer Leonard R. Svensson 714-708-8555 
  lrs@bskb.com 
Directors Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
 Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
 T.J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
Immediate Past  Stefan J. Kirchanski 310-734-5200 
President  skirchanski@reedsmith.com 
 
COMMITTEE CHAIRPERSONS 
 
Annual Seminar Margaret A. Kivinski 949-757-1999 
  mkivinski@therox.com 
 Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Copyright Practice Darren S. Rimer (949) 367-1541 
  darren@rimermath.com 
Federal Courts  Position Open 
   
Int’l IP Practice  Alexander R. Schlee 310-545-9851 
  alexschlee@vjp.de 
Law Off. Mgmt.  Position Open 
   
Legislative  Position Open 
   
MCLE T. J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
Meetings/Programs Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Newsletter Editor Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
Patent Practice Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Trade Secrets/Unfair  Position Open 
   
Competition Law Perry J. Viscounty 714-755-8288 
  perry.viscounty@lw.com 
Trademark Practice Susan Natland 949-760-0404 
  smn@kmob.com 
Luncheon Speakers Matthew F. Weil 949-851-0633 
  mweil@mwe.com  
OCPLA Website  Position Open 
 
OCPLA Database Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 

OCPLA NEWSLETTER 
Orange County Patent Law Association 

 
The OCPLA Newsletter is a copyrighted publication 
that is normally published shortly before each 
OCPLA General Meeting.  Copyright �  2004 The 
Orange County Patent Law Association.  All rights 
reserved.  Printed in the United States of America.  
Reproduction of this newsletter is authorized if the 
source, author and copyright notice information are 
provided on all reproductions. 
 
This document is provided for informational 
purposes only. The articles contributed by identified 
authors express only the views of the particular 
author or authors, and do not necessarily reflect the 
opinions of the Orange County Patent Law 
Association or its editorial staff.  Any questions or 
comments concerning the articles should be 
directed to the author.  Any errors should be 
brought to the attention of the Editor so that 
appropriate corrections can be published in a 
subsequent edition of the Newsletter. 
 
The OCPLA reserves the right to determine which, 
if any, submitted articles will appear in this 
Newsletter. 
 
We hope that the Newsletter is helpful, informative, 
entertaining and interesting. Comments, ideas, 
announcements, proposed articles, suggestions 
and any other communications concerning the 
content, form or other aspect of this newsletter may 
be directed to: 
 
 OCPLA Newsletter Editor 
 Greg S. Hollrigel 
 Stout, Uxa, Buyan & Mullins, LLP 
 4 Venture, Suite 300 
 Irvine, CA 92618 
 email:  gsh@patlawyers.com 
 Tel:  949-450-1750 
 Fax:  949-450-1764 
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SERVICES, ANNOUNCEMENTS, WANT ADS 

 

 

 

MARCELO SROKA, CPA 
Wertz & Company LLP 

2603 Main Street, Suite 810 
Irvine, CA  92614 

949/ 756-5000 

 

STEPHEN T. FREEMAN, ESQ. 
Straddling, Yocca, Carlson & Rauth 

Corporate and Tax Matters 
(949) 725-4000 

 

 

GAZETTEWATCH™ 
 Trademark Watching Service 

 Bayview Center - Newport Beach, CA 
 949.759.0255 

 www.gazettewatch.com 
 

POSITION SOUGHT 
 
Recent Law Graduate and U.S. Registered 
Patent Agent seeking Immediate Full Time or 
Contract Work in the area of Patent and 
Trademark Prosecution. Resumes and 
References will be provided upon request.  
Please contact John D. Tran 714-719-4927 or 
john.316@juno.com. 

 

 

WANTED 

LEGAL SECRETARY 
 
Intellectual Property Law Firm in Irvine seeks 
experienced Legal Secretary for immediate 
employment. Must be familiar with US Patent 
and Trademark Prosecution & PCT 
procedures. Proficient in MS WORD and MS 
OUTLOOK required. Please fax resume with 
salary history to (949)955-1921 or e-mail to 
info@koslaw.com. 

 

POSITION AVAILABLE 
ASSOCIATE ATTORNEY 

 
Crockett & Crockett, a Laguna Hills Patent 
and Trademark Law Firm, is seeking an 
attorney. Candidate must have a technical 
degree – electrical, mechanical, or 
biomedical engineering preferred. At least 2 
years of experience required. Job duties 
include patent and trademark prosecution 
and litigation. 
 
Fax or email cover letter and resume to 
Susan Crockett, Esq., Crockett & Crockett, 
fax no.949 588 6172, e-mail 
Susancrockett@crockett-crockett.com. 
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POSITION AVAILABLE - PATENT ATTORNEY 
 
Stetina Brunda Garred & Brucker, P.C., a 
growing intellectual property law office 
located in Aliso Viejo, CA, has immediate 
openings for patent attorneys having 1-5 
years of experience.  Qualified candidates 
will have significant experience in either 
patent prosecution and/or intellectual 
property litigation, with a preferred 
engineering degree in the mechanical or 
electrical arts. 
 
Please send employment inquires to: 
 
Stetina Brunda Garred & Brucker, P.C. 
Recruiting Attorney 
75 Enterprise, Suite 250 
Aliso Viejo, CA  92656; 
 
or email at recruiting@stetinalaw.com. 
 
Please visit us at http://www.stetinalaw.com/. 

 

PATENT AGENT POSITION SOUGHT 
 
Patent Agent (BSc. in Mathematics and 
Physics) with 6 years experience in Patent 
Prosecution of Hardware, Software, and 
Mechanical Patents seeking Immediate Full-
Time Position to work in the area of Patent 
Prosecution. 
 
Resume (with samples of issued U.S. 
patents to date) and References will be 
provided upon request.   
 
Relocating to Irvine Area with Fiancé for 
immediate placement November 1st, 2003. 
 
Please contact Paul Taylor at +1 (780) 699-
9999 or via email at paul_taylor@shaw.ca. 
 

Silicon Valley Seminars’  
2004 Workshop Schedule 

 
U.S. PATENTS &  the PATENT PROCESS 
(Secretar ies • Paralegals • New Patent 

Attorneys/Agents) 
San Diego 3/15 • LA 4/1 

 
The PCT &  the PCT PROCESS 

(Secretar ies • Paralegals • Patent 
Attorneys/Agents) 
Los Angeles 4/19   
San Diego 4/20  

 
PATENTS &  PATENT CLAIM DRAFTING 

(Patent Attorneys/Agents) 
San Diego 3/26, 27 • Los Angeles 4/2, 3  

 
TRADEMARKS &  and the TRADEMARK 

PROCESS 
(Secretar ies • Paralegals • Attorneys) 

San Diego 6/16 
 

FOR DETAILS VISIT www.patentseminars.com  
or  contact Steve Shear  at steve@patentseminars.com 

 
ASK ABOUT IN-HOUSE AND CO-SPONSORED 

WORKSHOPS AT REDUCED RATES 
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Orange County Patent Law Association 
February Meeting 
 

 Date: Wednesday, February 25, 2004 
 

 Time: 12:00 Noon; Lunch will be served promptly at 12:15 p.m. 
 

 Location: Wyndham Garden Hotel 
  3350 Avenue of the Arts 
  Costa Mesa, California 
 

 Topic: Rising Malpractice Insurance Rates: Crisis or Chronic? 
 

 Speaker:  Brian Ahern of Ahern Insurance Brokerage 
 

 Cost: $30 for members and $35 for non-members 
 

 Reservations: Please make reservations by filling out the form below and mailing it 
with a check to Neal M. Cohen to reach his office address given 
below, by the Friday before the meeting.  If time is short, please also 
email Neal at nmc@cohen-sak.com or call in your reservation to the 
OCPLA Reservations Line number at (949) 724-1849. 

 
The Orange County Patent Law Association certifies that this activity has been approved for minimum 
Continuing Legal Education credit by the State Bar Association of California in the amount of 1.0 hour. 
The Orange County Patent Law Association certifies that this activity conforms to the standards for 
approved education activities prescribed by the rules and regulations of the State Bar of California 
governing Minimum Continuing Legal Education.  The Orange County Patent Law Association is a 
State Bar of California MCLE-approved provider. 
 

Reservation Form 
 
Enclosed is a check for $_______ payable to ORANGE COUNTY PATENT LAW 
ASSOCIATION for the OCPLA General Membership luncheon on Wednesday, February 25, 
2004 for the following person(s): 
              
              
               
This form and check should be mailed to: 
 

Neal M. Cohen 
Attention:  OCPLA Lunch Reservations 

Cohen & Sakaguchi LLP 
2424 S.E. Bristol Street, Suite 300 

Newport Beach, CA 92660 
Tel:  (949) 724-1849 
Fax:  (949) 625-8955 

E-mail:  nmc@cohen-sak.com 



Page 14 OCPLA Newsletter • February 2004 
 

Orange County Patent Law Association 
WWW.OCPLA.ORG ···· P.O. Box 7632 Newport Beach, CA  92658 

 

2004 MEMBERSHIP APPLICATION/RENEWAL FORM 
 

 
This is an application for (please circle one): Membership Renewal or New Membership 
Member / Applicant Information: 
Name:   
Firm/Employer:   
Address:  
E-mail Address (required to receive newsletter):   
Telephone No.: _______________________________________ Facsimile No.:   
 
Professional Information: Yes No  
Are you a member of the California bar? ___ ___ Bar No.   
Are you a member of the bar of another state 
or the District of Columbia? 

 
___ 

 
___ 

Jurisdiction/Bar No. 
  

Are you registered to practice before the 
U.S.P.T.O.? 

 
___ 

 
___ 

Reg. No. 
  

Are you a student? ___ ___ School:   
 
Please circle not more than TWO committees in which you would like to participate: 
Annual Seminar Law Office Management Membership 
Copyright Practice Legislation Patent Practice 
Federal Courts MCLE Trademark Practice 
International Practice Meetings/Programs Trade Secret/Unfair 

Competition 
 
Dues Membership Year 2004 (please circle one): (New Member After 07/01/04) 
Regular Membership (attorneys, agents): $35.00 $17.50 
Student Membership $17.50 $  8.75 
Associate Membership (other) $35.00 $17.50 
 
New Applicants please complete the following: 
 
I believe I qualify for membership in the Orange County Patent Law Association. 
 
Applicant’s Signature:________________________________  Date: __________________  
Printed Name:______________________________________  
 
Send Application to OCPLA P.O. Box 7632 Newport Beach, CA  92658 
Two OCPLA member sponsors are required for new applicants.  Two undersigned members hereby 
recommend the above-signed applicant for membership into the Orange County Patent Law Assn.   
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
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The Federalist Society 
INTELLECTUAL PROPERTY PRACTICE GROUP 

In Cooperation With 

The Orange County Lawyers’  Chapter 
 

Presents 

Distinguished Panelists: 
Professor F. Scott Kieff -  Washington U. School of Law, St. Louis, MO 
James Laughlin, Jr., Esq. – Swidler Berlin, Washington, D.C 
Don W. Martens, Esq. – Knobbe Martens, Irvine, CA 
Jeffrey Sanok, Esq. – Crowell &  Moring, Washington, D.C. 
Matt Weil, Esq. – McDermott, Will, & Emery, Irvine, CA 

Moderated by: 
Professor Richard S. Gruner – Whittier Law School, Costa Mesa, CA 

 

Knorre-Bremse v. Dana Corp. 
Time to Re-evaluate Willful Infringement Defenses? 

 ____________________________________________ 
 

Where:  Whittier Law School, Room 1 When:  Thursday, March 4, 2004 
  3333 Harbor Boulevard 
  Costa Mesa, CA 92626  Check-in: 3:45-4:00 p.m. 
  (714) 444-4141   Program: 4:15-6:15 p.m. 

 
Dinner will be provided. 

   Cost: Federalist Society Lawyer Members:  $35 
    Non-member Lawyers:  $40 
    Judges:  $25 
    Law Students:  Free 

    2.0 hours MCLE Credit 
 The Federalist Society is a State Bar of California approved MCLE provider. 
 ______________________________________________________________________________ 
 RSVP CARD 
 
__________________________________  _________________  __________________ 
(Print Name)      (phone)    (e-mail) 
 
 Return reservation form, with check payable to The Federalist Society, to: 

Howard Klein 
Klein, O’Neill & Singh, LLP 

2 Park Plaza, Suite 510 
Irvine, CA 92614 

Tel. 949-955-1920     email: hjklein@koslaw.com 
For information on joining the Federalist Society, visit www.fed-soc.org 
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 Orange County Patent Law Association 
 P.O. Box 7632 
 Newport Beach, CA  92658 
 

Date Location Speaker/Event Topic 

February 25, 2004 Wyndham Garden 
Hotel 

Brian Ahern of  
Ahern Insurance 

Brokerage 

Rising Malpractice 
Insurance Rates: 
Crisis or Chronic? 

March 26-28, 2004 
Hyatt Regency 

Suites, 
Palm Springs 

Spring Seminar  

April 28, 2004 Wyndham Garden 
Hotel 

TBA TBA 

May 26, 2004 Wyndham Garden 
Hotel 

TBA TBA 


