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FEBRUARY LUNCHEON MEETING

Please join us at our next luncheon meeting
on Wednesday, February 26, 2003, when we
are pleased to present JoAnne Redmann of
Reed, Smith, Crosby, Heafey LLP. Ms.
Redmann will speak on Traditional Licensing
Versus Technology Transfer for Venture
Entities. The lunch will be held at noon at
the Wyndham Garden Hotel.

February, 2003

can provide more accurate numbers of
luncheon attendees to the hotel. Your efforts
to register at least five days in advance of
the lunches will be greatly appreciated, both
by the hotel and the OCPLA Board of
Directors.

2003 MEMBERSHIP RENEWAL

FEBRUARY BOARD MEETING

On February 26, 2003, the OCPLA Board of
Directors is holding its monthly meeting at
11:00 a.m. at the Wyndham Garden Hotel.

Members who wish to present items for the
Board’s consideration should contact our
president, Stefan Kirchanski, to have their
item placed on the agenda, and to verify the
time and location of the meeting.

Don’t wait to renew your membership in
OCPLA. Dues for 2003 will remain at $35 for
attorneys and agents. A membership form is
included in this month’s newsletter and is
also available on our website, at
www.ocpla.org. Renew now!

MARK YOUR CALENDARS. . .

2003 LUNCHEONS ARE NOW ON THE
FOURTH WEDNESDAY OF EACH MONTH

Please note that beginning in January, 2003,
OCPLA luncheons will meet on the fourth
Wednesday of every month. Also, the rate
for the monthly luncheon meetings has been
increased to $30.00 due to rate increases
charged by the hotel hosting the meetings.
Non-member attendees still pay $35.00.

To reduce the likelihood of additional rate
increases associated with last minute
reservations, and attendance without
advance reservations, we encourage you to
RSVP early, i.e., no later than by noon on
the Friday preceding the meeting, so that we

February 26, 2003 Traditional Licensing
Versus Technology
Transfer for Venture
Entities
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E-MAIL DiISTRIBUTION OF THE NEWSLETTER

For the past two years, many
members have been receiving
paper and electronic copies of the

newsletter. Our analysis shows
that transitioning to electronic distribution can
save the OCPLA nearly $6,000 annually.
Thus, effective with the June Newsletter, the
OCPLA Board of Directors will begin
distributing the Newsletter entirely by
electronic mail. To help with the transition,
we ask that you please provide your e-mail
address when renewing your membership.
Please check with your T
person/department to ensure that your anti-
spam software does not prevent receipt of
the newsletter.

MINUTIAE

BY NEAL M. COHEN
LAw OFFICES OF NEAL M. COHEN

Rescinding a Request For Nonpublication

Filing a Request For Nonpublication of a
U.S. patent application is fairly simple. In
fact, the PTO has a one-page Form
(PTO/SB/35) that requires only identifying
information, a name, signature, and date. As
indicated on Form SB/35, the Request must
be submitted with the patent application
upon filing, but may be rescinded at any
time.

Also as indicated on Form SB/35, the
Applicant is certifying that no foreign
applications have been or will be filed
disclosing the same subject matter. If such a
foreign application is in fact subsequently
filed, the Applicant must notify the PTO of
such filing within 45 days, or the U.S.
application will go abandoned. (That, too, is
stated on SB/35.)

So once a Request For Nonpublication is
filed, and your calendaring system is filled

with a year's worth of adequate reminders,
what should you do if an entry pops up and
you realize you just filed a triggering foreign
application? If you simply file a request to
rescind the nonpublication request [(35 USC
§ 122 (b)(2)(B)(ii); 37 CFR § 1.213(b)], does
that also satisfy the requirement of notifying
the PTO of the foreign filing [35 USC §
122(b)(2)(B)(iii); 37 CFR. §1.213(c)]? | would
say “no”, because the statutes and
regulations clearly distinguish between the
two. But the PTO says “yes”, at least if the
request to rescind is filed using Form
PTO/SB/36.

Form SB/36 is also a simple, one-page form,
and states in the PTO’s own words, “Filing
this rescission of a previous nonpublication
request is considered the notice of a
subsequent foreign or International filing
required by 35 USC § 122(b)(2)(B)(iii) and 37
CFR §1.213(c) if this rescission is filed no
later than forty-five days (45) days after the
date of filing such foreign or international
application...” [emphasis added].

Please e-mail any questions, comments, or
submissions for future Minutiae columns, to
Neal M. Cohen, at nmc@nmcohen.com.
(Note: all submissions must be approved by
the Editor prior to publication).

PCT UpPDATE
BY NEAL M. COHEN

As a follow-up to last month’s Minutiae
column, please note that effective February
1, 2003, China (CN) has joined ranks with
most other countries, and now has a 30-
month Chapter | deadline. Subscribers to the
PCT's free e-mail update service would
already know this. To subscribe, visit
www.wipo.int, select the “Activities &
Services” link, then select the “PCT System”
link, and locate the “Shortcuts” box in the
upper right corner of the page. Select the “E-
mail Updating Service [Subscribe]” link, and
follow the instructions.


mailto:nmc@nmcohen.com
http://www.wipo.int/
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USPTO Issues REVISED 21°" CENTURY
STRATEGIC PLAN AND FEE BILL

BY LEONARD R. SVENSSON
BIRCH, STEWART, KOLASCH & BIRCH, LLP

The USPTO issued a revised version of the
21% Century Strategic Plan on February 3,
2003 and forwarded a revised fee bill to
Congress on February 4, 2003. Some
highlights of the Strategic Plan are:

1. Instead of the previously proposed
deferred examination system, the PTO now
proposes an administrative alternative
consisting of an initial combined filing, search
and examination fee with provisions for
partial refund if the application is expressly
abandoned.

2. The USPTO will contract with private
sector commercial search organizations for
searching needs, instead of the previously
proposed “applicant-commissioned” search
reports.

3. The USPTO will accelerate the analysis of
the necessary changes to patent laws and
rules affecting restriction practice and will
recommend a new practice before the end of
the 108th Congress (the present Congress).

4. The USPTO is withdrawing the
requirement for mandatory Information
Disclosure Statements and will continue to
rely on voluntary submissions.

5. Demonstration of the Plan's concepts will
be carried out in the areas of outsourcing,
quality enhancements and e-Government.

6. A patent pendency goal of 18 months is
not expected to be reached for several
years. However, the USPTO will produce,
on average, a first Office Action for first-filed
U.S. non-provisional applications at the time
of 18-month publication. A patent search
report for other patent applications will be
issued in the same time frame.

7. The new USPTO fee bill eliminates the
previously proposed “punitive fees” for
excessive  claims, continuations and
patentably indistinct claims in related
applications. Many fees are still proposed to
increase in percentages similar to previous
years. But the new proposal includes a fee of
$200 for each independent claim in excess
of 3, $50 for each claim in excess of 20, and
a “specification size fee” for applications in
excess of 100 pages whereby applicants will
be charged $250 per 50 excess pages.

The following links provide additional
information.

The 21st Century Strategic Plan can be
found at:
http://www.uspto.gov/web/offices/com/strat2
1/index.htm

The fee bill can be found at:
http://www.uspto.gov/web/offices/com/strat2
1/feebill.htm

Accompanying the bill are a Statement of
Purpose and Need found at:
http://www.uspto.gov/web/offices/com/strat2
1/feepurpose.htm

A Section-by-Section Analysis found at:
http://www.uspto.gov/web/offices/com/strat2
1/feeanalysis.htm

A Comparison of Fee Proposals found at:
http://www.uspto.gov/web/offices/com/strat2
1/feeproposalcomparison.htm

Further information and analysis can also be
found at:

http://www.aipla.org
http://www.abanet.org/intelprop



http://www.uspto.gov/web/offices/com/strat21/index.htm
http://www.uspto.gov/web/offices/com/strat21/index.htm
http://www.uspto.gov/web/offices/com/strat21/feebill.htm
http://www.uspto.gov/web/offices/com/strat21/feebill.htm
http://www.uspto.gov/web/offices/com/strat21/feepurpose.htm
http://www.uspto.gov/web/offices/com/strat21/feepurpose.htm
http://www.uspto.gov/web/offices/com/strat21/feeanalysis.htm
http://www.uspto.gov/web/offices/com/strat21/feeanalysis.htm
http://www.uspto.gov/web/offices/com/strat21/feeproposalcomparison.htm
http://www.uspto.gov/web/offices/com/strat21/feeproposalcomparison.htm
http://www.aipla.org/
http://www.abanet.org/intelprop
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WELCOME NEW MEMBERS OCPLA ORG WEB PAGE
We are pleased to welcome the following Check the OCPLA web site at

new members to the ranks of the OCPLA.
His/her workplace and sponsors are listed.

New Member/Org. Sponsors

Mark B. Garred
Bruce B. Brunda

Brent Folsom
(Stetina Brunda Garred

& Brucker)
James Yang Lowell Anderson
(Stetina Brunda Garred Margaret Kivinski
& Brucker)

Roger W. Blakely, Jr. James Henry

(Blakely Sokoloff Taylor William E. Alford
& Zafman, LLP

Daniel R. Foster Matthew Weil
(McDermott Will & Greg Hollrigel

Emery)

William P. Christie
Tom H. Dao

David J. Steele
(Christie Parker & Hale)

Pursuant to Section 3.2 of the by-laws of the
Orange County Patent Law Association, anyone
having reason to believe that a new member is not
qualified for membership may file a written objection
with the Secretary within 30 days after this notice. If
you are interested in joining our association, the
amount due annually for Regular or Associate
Membership is $35 and for Student Membership is
$17.50. Annual dues are due in January of each
year.

www.ocpla.org for copies of the OCPLA
newsletter, for membership information and
for current events of interest to members.
Let us have your comments. We will be
making changes and improvements as time
passes, and your comments will be useful in
knowing what to change and what to leave

alone. Send comments to
“‘webmaster@ocpla.org.”
OCPLA PoLicy

YOUR ASSISTANCE IS NEEDED

The OCPLA continues to solicit ideas for
committee activities, such as arranging
programs and speakers for our monthly
luncheons. If you wish to participate or have
any ideas for other activities, please contact
our president, Stefan Kirchanski.

Although we are open to comments and
suggestions, present policy concerning
publication of advertisements in this
newsletter is as follows: (1) “Positions
Wanted,” “Positions Available,” and other
similar ads will be printed free of charge and,
unless otherwise requested, will run for two
months; (2) Other ads such as word
processing, legal support services, and firm
announcements will be published for $15 per
issue or $150 per year (for all 12 issues),
payable in advance. We reserve the right to
edit each advertisement. Please contact the
Newsletter editor to place your ad or with your
comments and suggestions.
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BOARD OF DIRECTORS AND COMMITTEE CHAIRS

BOARD OF DIRECTORS TELEPHONE/E-MAIL
President Stefan J. Kirchanski 310-734-5200
skirchanski@chrm.com

V.P./President Elect = Matthew F. Weil 949-851-0633
mweil@mwe.com

Secretary Margaret A. Kivinski 949-757-1999

C.F.O./Treasurer

Directors

Immediate Past
President

mkivinski@therox.com

John R. King 949-760-0404
jking@kmob.com

Leonard R. Svensson714-708-8555
Irs@bskb.com

Greg S. Hollrigel 949-450-1750
gsh@patlawyers.com

Neal M. Cohen (949) 724-1849
nmc@nmcohen.com

Lowell Anderson 949-855-1246
landerson@stetinalaw.com

COMMITTEE CHAIRPERSONS

Annual Seminar

Copyright Practice
Federal Courts

Int’l IP Practice
Law Off. Mgmt.
Legislative

MCLE
Meetings/Programs
Newsletter Editor
Patent Practice
Trade Secrets/Unfair
Competition Law
Trademark Practice

Luncheon Speakers

OCPLA Website

OCPLA Database

Matthew F. Weil 949-851-0633
mweil@mwe.com

Greg S. Hollrigel 949-450-1750
gsh@patlawyers.com

Karen A. Gibbs 949-721-6900
GibbsK@howrey.com

John B. Sganga, Jr. 949-760-0404
jsganga@kmob.com

Lynda Zadra-Symes 949-760-0404
lis@kmob.com

Gabia Pakstys 949-713-8450
gpakstys@appliedmed.com
A.J. Coco 714-730-3663

ajcoco@abanet.org

Neal M. Cohen (949) 724-1849
nmc@nmcohen.com

Greg S. Hollrigel 949-450-1750
gsh@patlawyers.com

Leonard R. Svensson714-708-8555

Irs@bskb.com
Greg S. Hollrigel 949-450-1750
gsh@patlawyers.com

James G. O'Neill  714-549-8609
oneilpatent@worldnet.att.net
Perry J. Viscounty  714-755-8288
perry.viscounty@Iw.com

Tawnya Wojciechowski 714-513-5100
tawnya@smrh.com
Stefan J. Kirchanski 310-734-5200
skirchanski@chrm.com
Cynthia A. Bonner 949-476-0757
cab@cph.com
Joseph C. Andras  949-223-9600
andras@mdalaw.com
Daniel L. Dawes 949-223-9600
dawes@mdalaw.com
Greg S. Hollrigel 949-450-1750
gsh@patlawyers.com

OCPLA NEWSLETTER
Orange County Patent Law Association

The OCPLA Newsletter is a copyrighted publication
that is normally published shortly before each
OCPLA General Meeting. Copyright © 2003 The
Orange County Patent Law Association. All rights
reserved. Printed in the United States of America.
Reproduction of this newsletter is authorized if the
source, author and copyright notice information are
provided on all reproductions.

This document is provided for informational
purposes only. The articles contributed by identified
authors express only the views of the particular
author or authors, and do not necessarily reflect the
opinions of the Orange County Patent Law
Association or its editorial staff. Any questions or
comments concerning the articles should be
directed to the author. Any errors should be
brought to the attention of the Editor so that
appropriate corrections can be published in a
subsequent edition of the Newsletter.

The OCPLA reserves the right to determine which,
if any, submitted articles will appear in this
Newsletter.

We hope that the Newsletter is helpful, informative,
entertaining and interesting. Comments, ideas,
announcements, proposed articles, suggestions
and any other communications concerning the
content, form or other aspect of this newsletter may
be directed to:

OCPLA Newsletter Editor

Leonard R. Svensson

Birch, Stewart, Kolasch & Birch LLP
650 Town Center Drive, Suite 620
Costa Mesa, CA 92626

email: Irs@bskb.com

Tel: (714) 708-8555

Fax: (714) 708-8565

SERVICES, ANNOUNCEMENTS, WANT ADS

ENTITY

Building Better Brands

an
. Box 1686 m Br
B00.355.9817 m www.i

ntitypulse.com



mailto:mkivinski@therox.com
mailto:mkivinski@therox.com
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MARCELO E. SROKA, CPA
Wertz & Company LLP
2603 Main Street. Suite 810
Irvine, CA 92614
949/ 756-5000

GAZETTEWATCH™
Trademark Watching Service
Bayview Center - Newport Beach, CA
949.759.0255
www.gazettewatch.com

STEPHEN T. FREEMAN, ESQ.
Straddling, Yocca, Carlson & Rauth
Corporate and Tax Matters
(949) 725-4000

www.cadillustration.com
Professional Patent Illustrators & Drafters
™. Patent & Trademark Drawings
- Litigation Exhibits

Tel: (949) 643-5535

Fax: (949) 643-0126
e-mail: vahid@cadillustration.com
Free Estimate - On Time Delivery -

Satisfaction Guaranteed

Patent & Trademark Drafting

Meeting Requirements of MPEP 608
Quick Turn-around « Lowest Fees

also: 3D Rendering and Solicitation Brochures
Graphic & Web Design * Product Photography
Current Attorney Clients Include: Patent Law Venture Group
Jim O'Neill » Eric Karich » Neal Cohen * ask for more!
? Located near John Wayne!
CREATIVE - | (7145452532 Fax (714) 545-2553
MINDS _) Creativeminds4u@hotmail.com

"we fry our brains for you" www.CreativeMinds2000.com

POSITION WANTED
PATENT ATTORNEY/AGENT

Rapidly growing Southern California patent
prosecution/litigation firm with Fortune 500
client portfolio seeks attorneys/agents with
high academic credentials and at least 2
years experience. Firm seeks candidates
from all technical disciplines and additionally
has the need for an electrical-engineering
patent practitioner familiar with
mechanical/medical device technologies.
We offer a competitive salary/benefit
package and advancement opportunity. Mail
or fax resume in confidence to:

Stout, Uxa, Buyan & Mullins, LLP
4 Venture, Suite 300

Irvine, CA 92618

Fax 949-450-1764,

E-Mail swest@patlawyers.com

GOODMAN & CRAY,iir

BUSINESS & INTELLECTUAL PROPERTY MATTERS

Referral Fees Paid
(714) 836-0200 « (949) 222-2278

* Patents * Copyrights  * Licensing
*» Trademarks * Litigation * Incorporation

POSITION WANTED
LEGAL/INTELLECTUAL PROPERTY

Technical Writer (Aliso Viejo, CA). Analyze
and prepare patent applications, before
USPTO and foreign PTO, including
patentability evaluation, patent specification
drafting, and response for Office Actions.
PhD in Physics and 2 years experience as
Technical Writer or Patent Engineer. 8:30 -
5:30, 40 hours per week. Mail resume to
Stetina Brunda Garred & Brucker, 75
Enterprise, Suite 250, Aliso Viejo, CA 92656
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POSITION AVAILABLE
ASSOCIATE ATTORNEY

Crockett & Crockett, a Laguna Hills Patent
and Trademark Law Firm, is seeking an
attorney. Candidate must have a technical
degree — electrical, mechanical, or
biomedical engineering preferred. At least 2
years of experience required. Job duties
include patent and trademark prosecution
and litigation.

Fax or email cover letter and resume to
Susan Crockett, Esq., Crockett & Crockett,
fax #949 588 6172, email
Susancrockett@crockett-crockett.com.

POSITION WANTED
SECRETARY

Duties include 1) full time support for partner
primarily in  prosecution, 2) maintain
database of contacts, 3) heavy preparation
and filing of PTO related documents,
including patent and trademark, 4) answering
phones, 5) billing clients using Timeslips.
Need exceptional familiarity with Outlook and
MS Word. Email letter and resume to:
shimokaji@dsattorneys.com at DiPinto &
Shimokaji, P.C. No phone calls or faxes

please.

POSITION WANTED
FULL-TIME/PART-TIME PATENT
SECRETARY

Klein, O'Neill & Singh, a collegial, rapidly
growing intellectual property firm, seeks a
full-time or Part-Time Patent Secretary with
at least 1-2 years of experience. Duties
include: (a) Patent and Trademark filings in
the U.S. including PCT filings; (b) Co-
ordinate  patent filings with  foreign
associates; (c) Docket patent and trademark
matters (d) Maintain database of contacts
and client matters; (e) Answer phones; (f)
Provide status reports to clients; (g) Prepare
client correspondence and (f) Other
administrative tasks.

The applicant must be flexible, adaptive and
familiar with PCT filings, patent office
procedures, proficient in Microsoft Word, and
Microsoft Outlook. We offer competitive
salary and benefits.

Please email resume/cover letter to
TJSINGH@KOSLAWCOM, or mail your
resume/cover letter to:

TJ Singh

Klein, O'Neill & Singh

2 Park Plaza, Suite 510
Irvine, CA 92614

Tel: 949-955-1920

Fax: 949-955-1921
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Orange County Patent Law Association
February Meeting

Date: Wednesday, February 26, 2003
Time: 12:00 Noon; Lunch will be served promptly at 12:15 p.m.

Location: Wyndham Garden Hotel
3350 Avenue of the Arts
Costa Mesa, California

Topic: Traditional Licensing Versus Technology Transfer for Venture Entities

Speaker: JoAnne Redmann, of Reed, Smith, Crosby, Heafey LLP

Cost: $30 for members and $35 for non-members

Reservations: Please make reservations by filling out the form below and mailing it
with a check to Greg Hollrigel to reach his office address given below,
by the Friday before the meeting. If time is short, please also email
Greg at gsh@patlawyers.com or call in your reservation to the
OCPLA Reservations Line number at (949) 450-1759 x231.

The Orange County Patent Law Association certifies that this activity has been approved for minimum
Continuing Legal Education credit by the State Bar Association of California in the amount of 1.0 hour.
The Orange County Patent Law Association certifies that this activity conforms to the standards for
approved education activities prescribed by the rules and regulations of the State Bar of California
governing Minimum Continuing Legal Education. The Orange County Patent Law Association is a
State Bar of California MCLE-approved provider.

Reservation Form

Enclosed is a check for $ payable to ORANGE COUNTY PATENT LAW
ASSOCIATION for the OCPLA General Membership luncheon on Wednesday, February 26,
2003 for the following person(s):

This form and check should be mailed to:

Greg S. Hollrigel
Attention: OCPLA Lunch Reservations
Stout, Uxa, Buyan & Mullins, LLP

4 Venture, Suite 300
Irvine, CA 92618

Tel: 949-450-1750

Fax: 949-450-1764

E-mail: gsh@patlawyers.com
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@@% Orange County Patent Law Association

WWW.OCPLA.ORG P.O. Box 7632 Newport Beach, CA 92658
OCPLA

w 2003 MEMBERSHIP APPLICATION/RENEWAL FORM

This is an application for (please circle one): Membership Renewal or New Membership
Member / Applicant Information:

Name:

Firm:

Address:

E-mail Address:

Telephone No.: Facsimile No.:

Professional Information: Yes No

Are you a member of the California bar? Bar No.
Are you a member of the bar of another state Jurisdiction/Bar No.
or the District of Columbia?

Are you registered to practice before the Reg. No.
U.S.P.T.O0.?

Are you a student? School:

Please circle not more than TWO committees in which you would like to participate:

Annual Seminar Law Office Management Membership
Copyright Practice Legislation Patent Practice
Federal Courts MCLE Trademark Practice
International Practice Meetings/Programs Trade Secret/Unfair
Competition
Dues Membership Year 2003 (please circle one): (New Member After 07/01/03)
Regular Membership (attorneys, agents): $35.00 $17.50
Student Membership $17.50 $ 8.75
Associate Membership (other) $35.00 $17.50

New Applicants please complete the following:
| believe | qualify for membership in the Orange County Patent Law Association.

Applicant’s Signature: Date:
Printed Name:

Send Application to OCPLA P.O. Box 7632 Newport Beach, CA 92658
Two OCPLA member sponsors are required for new applicants. Two undersigned members hereby
recommend the above-signed applicant for membership into the Orange County Patent Law Assn.

Sponsor Signature: Date:
Printed Name:
Sponsor Signature: Date:

Printed Name:




| Page 10 OCPLA Newsletter « February 2003 |

Hilton (@) 1.a Jolla Torrey Pines

Hilton La Jolla Torrey Pines
10950 North Torrey Pines Road
La Jolla, CA 92037
Phone: 858-450-4578 Fax: 858-558-1131
www.lajollatorreypines.hilton.com

Look for your reservation notification by e-mail shortly and please note the
following important dates:

Discount Hotel Rate Cutoff: February 5, 2003*
Early Discount Seminar Reservation Cutoff: February 12, 2003
Spring Seminar: March 7 - 9, 2003

*Participants will make their own lodging reservations directly with Hilton La Jolla Torrey Pines. Be sure to mention the
OCPLA/SDIPLA Spring Seminar to obtain special Hotel Rate of $209 per night.

This activity has been approved for Minimum Continuing Legal Education credit by the State Bar of California in the
amount of 8 credit hours. The Orange County Patent Law Association certifies that this activity conforms to the
standards for approved education activities prescribed by the rules and regulations of the State Bar of California

governing minimum continuing legal education.
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2003 OCPLA EVENTS SCHEDULE

Date Location Speaker/Event Topic
Traditional Licensing
Versus Technology

JoAnne Redmann,

Wyndham Garden | pood Smith Crosby

February 26,2003

Hotel Heafey LLP Transtr fgr Venture
ntities
March 7-9, 2003 | l@dJollaTorrey 1 qop) A Spring Seminar TBA

Pines Hilton

Patent Interferences —
Practical Advice and
Warnings for
Everyone

Leonard R. Svensson,
Birch, Stewart, Kolasch &
Birch, LLP

Wyndham Garden

April 23, 2003 Hotel

My
Orange County Patent Law Association

OCPLA r.0.Box 7632
% V Newport Beach, CA 92658



