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JANUARY LUNCHEON MEETING 

 
Please join us at our next luncheon meeting on 
Wednesday, January 26, 2005, when we are 
pleased to present Mimi Justice and Jay 
Jesclard of Deloitte & Touche Financial 
AdvisoryServices, who will speak on “Valuing 
Intellectual Property and IP Damages”. The 
lunch will be held at noon at the Wyndham 
Garden Hotel. 
 
REMINDER:  Please remember to RSVP to 
T.J. Singh instead of Neal Cohen. 
 
 

FEBRUARY BOARD MEETING 

 
On February 2, 2005, the OCPLA Board of 
Directors is holding its monthly meeting at 
noon at Therox, Inc. 
 
Members who wish to present items for the 
Board’s consideration should contact our 
president, Margaret Kivinski, to have their item 
placed on the agenda, and to verify the time 
and location of the meeting.  
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MARK YOUR CALENDARS . . . 

 
January 26, 2005 Valuing Intellectual 

Property and IP 
Damages 

 
February 23, 2005 Bankruptcy 

Considerations in 
Intellectual Property 
Licensing: Concerning 
the Unthinkable 

 
March 18-20, 2005 OCPLA/SDIPLA Annual 

Spring Seminar 
 
April 27, 2005 What to Do When Your 

Trade Secrets Are 
Stolen - Litigation 

 

MESSAGE FROM THE PRESIDENT 
 

BY MARGARET KIVINSKI 
THEROX, INC. 

mkivinski@therox.com  
 
I look forward to serving as President of the 
Orange County Patent Law Association 
(OCPLA) in 2005.  The OCPLA has benefited 
from the hard work of a long line of dedicated 
past presidents and I hope to follow in their 
footsteps in helping this organization as it 
strives to be the premier provider of quality 
CLE programs and a general resource to all 
member intellectual property professionals in 
Orange County. 
 
Our immediate past president, Matthew Weil, 
has done an absolutely awesome job.  I have 
carefully observed him conduct the 
organization’s various meetings with style and 
humor, arrange informative and entertaining 
speakers, spend countless hours organizing 
events and running the organization, all 
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despite a wildly successful and time-
consuming big-time litigation practice.  I only 
hope I make as big an impact on the 
organization as he did. 
 
Don’t think, however, that I will be acting alone. 
 An outstanding board of directors stands 
ready to provide guidance and support and, if 
necessary, keep me in check.  Every member 
of your board is a future president in his or her 
own right, and works hard each year at his or 
her respective duties. 
 
This year, planning is already underway for 
many educational and interesting lunch 
meeting speakers, as well as other activities 
and events including our annual spring 
seminar, which promises to be one of the best 
yet. 
 
A huge factor in the organization’s success, of 
course, is its members.  The membership of 
the OCPLA is a diverse and amazing group of 
individuals.  I am constantly impressed with the 
people I meet at OCPLA events, many of 
whom have become trusted colleagues and 
dear friends. 
 
I joined the OCPLA 11 years ago and it has 
been a tremendous resource for me for 
continuing education, professional 
development, practical tips, pointers and best 
practices, keeping abreast of hot IP issues, 
networking, socializing and, at times, a much 
needed diversion from daily practice.  If you 
ever have any ideas or suggestions on how to 
make this organization even better and a more 
powerful resource for you in your personal 
practice, please do not hesitate to contact me. 
  
This promises to be another great year for the 
OCPLA.  I hope you will join me in continuing 
to support this fine organization made up of 
awesome members like yourselves. 
 
 

E-MAIL DISTRIBUTION OF THE NEWSLETTER 

 
The Newsletter is now being 
transmitted solely by electronic 
mail. If you know of anyone who 
should be, but is not getting this e-

mail distribution, please have them contact 
Neal Cohen at nmc@cohen-sak.com. 
 
 

RSVP ON TIME FOR MONTHLY LUNCHES 

 
To reduce the likelihood of additional rate 
increases associated with last minute 
reservations, and attendance without advance 
reservations, we encourage you to RSVP 
early, i.e., no later than by noon on the Friday 
preceding the meeting, so that we can provide 
more accurate numbers of luncheon attendees 
to the hotel.  Your efforts to register at least 
five days in advance of the lunches will be 
greatly appreciated, both by the hotel and the 
OCPLA Board of Directors. 
 
In addition, the OCPLA is pleased to announce 
that the costs for the monthly luncheon 
meetings for student members has been 
reduced.  Student members can attend the 
monthly luncheon meetings for $15 beginning 
in January 2005. 
 
 

2005 MEMBERSHIP RENEWAL 

 
Dues for 2005 will remain at $35 for attorneys 
and agents and entitle you to receive the 
monthly OCPLA newsletter, frequent 
announcements, and reduced rates for the 
monthly luncheons and seminars.  A 
membership form is included in this month’s 
newsletter and is also available on our website, 
at www.ocpla.org.  Please renew early to 
reduce delays in processing your application. 
 
 

MARCH SPRING SEMINAR 

 
 
The OCPLA/SDIPLA annual Spring Seminar 
will be held on March 18, 2005 to March 20, 
2005, at the Balboa Bay Club and Resort in 
Newport Beach.   A reservation form is 
included in this newsletter.  For more 
information, please contact Amy Durrant at 
949-760-0404 or adurrant@kmob.com. 
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PTO UPDATE 
 

BY GREG S. HOLLRIGEL 
STOUT, UXA, BUYAN & MULLINS, 

LLP 
gsh@patlawyers.com 

 

 
 

Patents 
 
On December 8, 2004, new patent fees 
became effective under the Consolidated 
Appropriations Act, 2005. 
 
In addition, the USPTO has recently 
announced that it is revising the rules of 
practice in patent cases to implement the 
Cooperative Research And Technology 
Enhancement Act of 2004 (the CREATE Act) 
which became effective December 10, 2004 
and applies to all patents granted on or after 
December 10, 2004.  The changes under the 
CREATE Act include changes to 35 U.S.C. § 
103(c). 
 
The USPTO is soliciting comments on the 
proposed rule changes and the deadline for 
submitting such comments is February 10, 
2005. 
 
Additional information can be found at the 
following website:  
http://www.uspto.gov/web/offices/com/sol/notic
es/70fr1818.pdf  
 

Trademarks 
 
New trademark fees will become effective 
January 31, 2005. 
 
Additional information can be found at the 
following website:  
http://www.uspto.gov/web/trademarks//notices/
tmfeechange.htm  
 
 
 
 
 

RECENT INTERESTING IP CASES 
 

BY LEONARD R. SVENSSON 
BIRCH, STEWART, KOLASCH & 

BIRCH, LLP 
lrs@bskb.com  

 

1. CLEAR AND CONVINCING 
EVIDENCE NEEDED TO COMPEL 
ADDITION OF CO-INVENTOR TO 
AN ISSUED PATENT 

Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 
1352, 71 U.S.P.Q.2d (BNA) 1787 (Fed. Cir. 
July 20, 2004) 

Issue: When alleging co-inventorship of 
subject matter claimed in an issued patent, 
must the allegedly omitted inventor prove 
joint-inventorship by clear and convincing 
evidence? Answer: Yes.  

Facts: Eli Lilly & Co. ("Lilly") developed and 
patented a modified form of insulin called 
"lispro", which is absorbed into the 
bloodstream faster than regular insulin. 
Aradigm Corp. ("Aradigm") owns U.S. Patent 
No. 5,888,477 ("the ©477 patent"), directed to 
a method of administering aerosolized lispro, 
such that the lispro enters the circulatory 
system after being inhaled (i.e., pulmonary 
delivery). Prior to Aradigm©s filing of the ©477 
patent, Lilly and Aradigm scientists met 
several times to discuss possible 
collaboration involving Lilly©s insulin 
compounds and Aradigm©s aerosolized drug 
delivery techniques. According to Lilly, two of 
its scientists, Drs. DiMarchi and Wolff, 
discussed with Aradigm scientists the 
advantages of using lispro rather than 
regular insulin in an aerosol delivery device.  

Lilly sued Aradigm under 35 U.S.C. sec. 256, 
alleging that Drs. DiMarchi and Wolff were 
co-inventors of subject matter claimed in 
Aradigm©s ©477 patent. The jury found that 
one of Lilly scientists, Dr. DiMarchi, was a 
co-inventor of a claim in the ©477 patent. As a 
result of this verdict, the district court ordered 
the addition of Dr. DiMarchi as an inventor of 
the ©477 patent. Aradigm appealed.  
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Argument: Aradigm argued that Lilly did not 
prove by clear and convincing evidence that 
Dr. DiMarchi was a joint inventor of any claim 
recited in the ©477 patent and that the trial 
record did not contain "substantial evidence" 
supporting the jury©s verdict of joint-
inventorship. In reply, Lilly pointed to mostly 
circumstantial evidence, including the lack of 
evidence that Aradigm ever considered using 
lispro in an aerosol device prior to its 
meetings with Lilly scientists as well as the 
timing of the ©477 patent filing shortly after 
Aradigm©s last meeting with Lilly, to support 
its claim of co-inventorship. Lilly also 
asserted that the correct burden of proof for 
establishing joint inventorship is a 
preponderance of the evidence, rather than 
clear and convincing evidence. As support 
for this argument, Lilly noted that the 
preponderance of the evidence standard is 
applied to actions involving priority contests, 
in which multiple parties claim to be the prior 
inventor of certain subject matter.  

Reasoning: Although section 256 creates a 
cause of action for correcting non-joinder of 
a co-inventor in an issued patent, the person 
seeking to be added must prove that he or 
she contributed to the conception of the 
claimed invention by clear and convincing 
evidence. The CAFC has not extended the 
lower standard of proof applied in priority 
contests, which relate to determining prior 
inventorship, to actions under section 256, 
which relate to determining joint inventorship.  

In this case, the record lacks any direct 
evidence that Lilly scientists communicated 
to Aradigm scientists that aerosolized lispro 
would result in significantly improved 
absorption as compared to other forms of 
insulin. Furthermore, the circumstantial 
evidence cited by Lilly does not rise to the 
level of clear and convincing evidence.  

Conclusion: Lilly failed to present 
substantial evidence of co-inventorship that 
could support the jury©s verdict. Therefore, 
the district court©s order to add a Lilly 
scientist as an inventor of the ©477 patent is 
reversed.  

 

2. LOOK TO CLAIM SCOPE TO SEE 
WHETHER ACTIVITIES ARE A 
"REDUCTION TO PRACTICE"  OR A 
"PUBLIC USE"  UNDER 35 U.S.C. 
SEC. 102(B) 

SmithKline Beecham Corp. v. Apotex 
Corp., 365 F.3d 1306, 70 U.S.P.Q.2d (BNA) 
1737 (Fed. Cir. Apr. 23, 2004) 

Issue A: Whether, under proper claim 
construction, a claim to a compound 
encompasses trace amounts of that 
compound. Answer: Yes.  

Issue B: Whether certain public clinical trials 
testing the efficacy of a compound for its 
intended use qualifies as experimental use 
for a compound claim thereby rendering 35 
U.S.C. sec. 102(b) inapplicable. Answer: 
No.  

Facts: SmithKline Beecham Corp. and 
Beecham Group, P.L.C. (collectively 
"SmithKline") own U.S. Patent No. 4,721,723 
(the ©723 patent) which recites as claim 1 (in 
its entirety), "Crystalline paroxetine 
hydrochloride hemihydrate" (PHC 
hemihydrate). When Apotex Corp., Apotex, 
Inc., and TorPharm, Inc. (collectively 
"Apotex") filed an Abbreviated New Drug 
Application ("ANDA") with the Food and Drug 
Administration ("FDA"), seeking approval to 
market its own paroxetine hydrochloride 
anhydrate ("PHC anhydrate") antidepressant 
drug, SmithKline sued for infringement of 
claim 1 of the ©723 patent. SmithKline does 
not allege that claim 1 of the ©723 patent 
encompasses PHC anhydrate. Instead, 
SmithKline alleges that Apotex infringes 
claim 1 of the ©723 patent, since during the 
manufacture of PHC anhydrate, the product 
tablets will contain trace amounts of PHC 
hemihydrate. In addition, SmithKline asserts 
that clinical trials of PHC hemihydrate prior to 
the critical date under sec. 102, constituted 
an experimental use negating the apparent 
public use. The clinical trials were performed 
by SmithKline to establish that PHC 
hemihydrate was an active and safe 
antidepressant. The district court constructed 
claim 1 to require commercially significant 
quantities of PHC hemihydrate for policy 
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reasons believing that to hold otherwise 
would produce "absurd results" and to 
preserve the claim©s validity in the face of a 
challenge to its definiteness under 35 U.S.C. 
sec. 112, second paragraph.  

Reasoning A: The CAFC found that the 
district court improperly constructed claim 1 
of the ©723 patent. First, the CAFC took the 
position that a court must construe claims 
without considering the policy implications of 
covering a particular product or process. 
Second, the CAFC took the position that 35 
U.S.C. sec. 112, second paragraph is not 
applicable, since a chemist in the field would 
find that the claim is plain on its face, and 
that 35 U.S.C. sec.112, second paragraph 
only requires that claims be amenable to 
construction.  

Argument B: SmithKline asserted that 
clinical trials of PHC hemihydrate prior to the 
critical date under sec. 102 constituted an 
experimental use negating the apparent 
public use. The clinical trials were performed 
by SmithKline to establish that PHC 
hemihydrate was an active and safe 
antidepressant.  

Reasoning B: The CAFC took the position 
that the determinative inquiry was whether 
SmithKline tested the invention of the 
asserted claim. In other words, if the testing 
or experimentation was relevant to non-
claimed features of the compound, then the 
invention was not the subject of the 
experimentation. Based on this line of 
reasoning, the CAFC found that since the 
claims do not recite that the PHC 
hemihydrate is to be used as an 
antidepressant, the scope of the clinical trials 
tested a non-claimed feature. The CAFC 
made it clear that all experimentation that 
qualifies for purposes of negating a bar 
under sec. 102 must be done prior to 
"reduction to practice" of the invention. Here 
SmithKline reduced to practice the invention 
of claim 1 when the PHC hemihydrate 
compound was first manufactured.  

Conclusion A: Under proper claim 
construction, claim 1 encompasses trace 
amounts of PHC hemihydrate.  

Conclusion B: Because the invention of 
claim 1 was reduced to practice when the 
PHC hemihydrate compound was first 
manufactured, the clinical trials testing the 
efficacy of PHC hemihydrate as an 
antidepressant do not qualify for purposes of 
negating a bar under sec. 102. Accordingly, 
claim 1 was held invalid. 

 

3. FEDERAL CIRCUIT CONSTRUES 
THE TERM "OPERATIVELY 
CONNECTED"  

Innova/Pure Water, Inc. v. Safari Water 
Filtration Sys., Inc., 381 F.3d 1111, 72 
U.S.P.Q.2d (BNA) 1001 (Fed. Cir. Aug. 11, 
2004) 

Issue: Does claim language specifying that 
two elements are "operatively connected" 
require that the elements be physical 
engaged? Answer: No.  

Facts: Innova/Pure Water, Inc. ("Innova") 
owns U.S. Patent No. 5,609,759 ("the ©759 
patent"), directed to a water filter assembly 
and a container incorporating such an 
assembly. Representative claim 1 recites a 
filter assembly comprising a filtering tube and 
a cap having a surface that is "operatively 
connected" to the filtering tube.  

Innova sued Safari Water Filtration Sys., Inc. 
("Safari") for infringement of the ©759 patent. 
Innova moved for summary judgment of 
infringement, and Safari moved for summary 
judgment of non-infringement. In deciding 
these motions, the district court interpreted 
the "operatively connected" claim language 
as requiring that the filtering tube be 
physically engaged to the cap surface so as 
to form a unitary structure. Based on this 
claim construction, the district court granted 
Safari©s motion for summary judgment of 
non-infringement. Innova appealed.  

Argument/Reasoning: On appeal, Innova 
argued that the district court improperly 
interpreted the "operatively connected" claim 
language. More specifically, Innova argued 
that the district court improperly read a 
requirement for physical engagement 
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between the filtering tube and the cap into 
the claim.  

The CAFC agreed. The asserted claims do 
not require that the filtering tube and the cap 
be physically engaged, or affixed, to one 
another so as to form a unitary structure. 
Instead, the term "operatively connected" is 
a frequently used claim term that reflects a 
functional relationship between claim 
elements. "Operatively connected" means 
the claimed elements are arranged in a 
manner relating to the designated operation -
- in this case, filtering.  

Conclusion: The district court improperly 
interpreted the "operatively connected" claim 
language as requiring a physical 
engagement between the claimed filtering 
tube and cap elements. Therefore, the 
district court©s grant of summary judgment of 
non-infringement in favor of Safari was 
vacated, and the case was remanded for 
further proceedings in light of the correct 
claim interpretation. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
 

OCPLA WEBSITE 

 
Check the OCPLA website at www.ocpla.org 
for copies of the OCPLA newsletter, for 
membership information and for current events 
of interest to members.  Let us have your 
comments.  We will be making changes and 
improvements as time passes, and your 
comments will be useful in knowing what to 
change and what to leave alone. Send 
comments to “webmaster@ocpla.org.”   
 
 

OCPLA POLICY 

 
Although we are open to comments and 
suggestions, present policy concerning 
publication of advertisements in this newsletter 
is as follows:  (1) “Positions Wanted,” “Positions 
Available,” and other similar ads will be printed 
free of charge and, unless otherwise requested, 
will run for two months; (2) Other ads such as 
word processing, legal support services, and 
firm announcements will be published for $15 
per issue or $150 per year (for all 12 issues), 
payable in advance.  We reserve the right to edit 
each advertisement.  Please contact the 
Newsletter editor to place your ad or with your 
comments and suggestions. 
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BOARD OF DIRECTORS AND COMMITTEE CHAIRS 
 
BOARD OF DIRECTORS TELEPHONE/E-MAIL 
 
President Margaret A. Kivinski 949-757-1999 
  mkivinski@therox.com 
V.P./President Elect John R. King 949-760-0404 
  jking@kmob.com 
Secretary Leonard R. Svensson 714-708-8555 
  lrs@bskb.com 
C.F.O./Treasurer Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
Directors Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com  
 TJ Singh (949) 955-1920 
  tjsingh@koslaw.com 
 Marlene Klein 949-932-3132 
  marlene.klein@cda.canon.com 
Immediate Past  Matthew F. Weil 949-851-0633 
President  mweil@mwe.com 
 
COMMITTEE CHAIRPERSONS 
 
Annual Seminar John R. King 949-760-0404 
  jking@kmob.com 
 T.J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
Copyright Practice Darren S. Rimer (949) 367-1541 
  darren@rimermath.com 
Federal Courts Robert L. Grabarek, Jr. (949) 263-8400 
  rgrabarek@crowell.com 
Int’l IP Practice  Alexander R. Schlee 310-545-9851 
  alexschlee@vjp.de 
Law Off. Mgmt. Gabia Pakstys 650-326-3466 
  gpakstys@sbcglobal.net 
Legislative  Position Open 
   
MCLE Marlene Klein 949-932-3132 
  marlene.klein@cda.canon.com 
Meetings/Programs T.J. Singh  949-955-1920 
  tjsingh@koslaw.com 
Newsletter Editor Neal M. Cohen (949) 724-1849 
  nmc@cohen-sak.com 
Patent Practice T.J. Singh (949) 955-1920 
  tjsingh@koslaw.com 
Trade Secrets/Unfair  Position Open 
   
Competition Law Perry J. Viscounty 714-755-8288 
  perry.viscounty@lw.com 
Trademark Practice Susan Natland 949-760-0404 
  smn@kmob.com 
Luncheon Speakers Margaret Kivinski 949-757-1999 
  mkivinski@therox.com  
OCPLA Website Marlene Klein 949-932-3132 
  marlene.klein@cda.canon.com 
OCPLA Database Greg S. Hollrigel 949-450-1750 
  gsh@patlawyers.com 
 
 
 
 
 
 
 

OCPLA NEWSLETTER 
Orange County Patent Law Association 

 
The OCPLA Newsletter is a copyrighted publication 
that is normally published shortly before each 
OCPLA General Meeting.  Copyright �  2004 The 
Orange County Patent Law Association.  All rights 
reserved.  Printed in the United States of America.  
Reproduction of this newsletter is authorized if the 
source, author and copyright notice information are 
provided on all reproductions. 
 
This document is provided for informational 
purposes only. The articles contributed by identified 
authors express only the views of the particular 
author or authors, and do not necessarily reflect the 
opinions of the Orange County Patent Law 
Association or its editorial staff.  Any questions or 
comments concerning the articles should be 
directed to the author.  Any errors should be 
brought to the attention of the Editor so that 
appropriate corrections can be published in a 
subsequent edition of the Newsletter. 
 
The OCPLA reserves the right to determine which, 
if any, submitted articles will appear in this 
Newsletter. 
 
We hope that the Newsletter is helpful, informative, 
entertaining and interesting. Comments, ideas, 
announcements, proposed articles, suggestions 
and any other communications concerning the 
content, form or other aspect of this newsletter may 
be directed to: 
 
 OCPLA Newsletter Editor 
 Neal M. Cohen 
 Cohen Sakaguchi & English LLP 
 2040 Main Street, 9th Floor 
 Irvine, CA 92614 
 Tel:  (949) 724-1849 
 Fax:  (949) 625-8955 
 E-mail:  nmc@cohen-sak.com 
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SERVICES, ANNOUNCEMENTS, WANT ADS 

 

MARCELO E. SROKA, CPA 
Wertz & Co., CPAs 
5450 Trabuco Road 

Irvine, CA  92620-5074 
949-756-5000 x218 

 

STEPHEN T. FREEMAN, ESQ. 
Straddling, Yocca, Carlson & Rauth 

Corporate and Tax Matters 
(949) 725-4000 

 

 
NEWPORT PATENT DRAWINGS, INC. 

 
·  High quality drawings 
·  Reasonable rates 
·  USPTO/PCT compliance 
·  Email or hard copy of drawings 
·  Fast turnaround 

 
(949) 260-0440 (tel.)/ (949) 733-8600 (fax) 

www.newportpatentdrawings.com 
 

PATENT SECRETARY 
 
Klein, O©Neill & Singh LLP of Irvine, California, 
a growing and collegial intellectual property law 
firm seeks a patent secretary with at least one 
year of patent/trademark prosecution 
experience.  Must be familiar with USPTO and 
PCT procedures.  Must be proficient in MS 
Word, Outlook, PowerPoint and Excel.  Salary 
based on experience. Please apply in 
confidence via fax at 949-955-1921 or via 
email:acalumpang@koslaw.com. 
 

Office Available 
 
Sublease 12’ by 14’ fully furnished window 
office available in patent law suite.  Join a 
patent attorney, patent agent and a patent 
drafter as 4th party.   Phone, fax, DSL, high 
speed copier/printer, computer work station, 
postage meter.  JW airport area, easy parking, 
close to 405, 55 and 73 freeways.  Call: 714/ 
668-1900 

 

IP LEGAL SECRETARY FOR COSTA MESA 
LAW FIRM: 

 
Paul, Hastings, Janofsky & Walker LLP seeks 
an IP legal secretary with a minimum of 2+ 
years experience preferred.  Litigation 
experience would be a plus also.  Must have 
excellent written and verbal communication 
skills.  Proficiency in Microsoft Word and 
general know of PowerPoint and Excel.  
Please send resumes to 
marilynradley@paulhastings.com or direct fax 
to 714 668-6570. 
 
 
Shimokaji & Associates is looking for full-time 
litigation and patent prosecution associates.  
Please email Jill Swedo at 
swedo@shimokaji.com, if interested. 
 

Litigation Associate 
 
Shimokaji & Associates is looking for a full-time 
associate who can handle both litigation and 
patent prosecution.  Duties include managing 
infringement litigation from inception through 
trial, including oversight of junior associates.  
Must have first or second chair trial 
experience.  IP experience required. Technical 
background is preferably EE, physics, or 
mechanical.  
 

Patent Associate 
 
Shimokaji & Associates is looking for a full-time 
associate for patent prosecution.  Duties 
include mechanical and electrical patent 
preparation and prosecution.  Must have at 
least 5 years US and PCT experience, and 
ability to work as primary client contact.  
Technical background is preferably EE, 
physics or mechanical.  Please indicate the # 
of patents written.   
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Orange County Patent Law Association 
January Meeting 
 

 Date: Wednesday, January 26, 2005 
 
 Time: 12:00 Noon; Lunch will be served promptly at 12:15 p.m. 
 
 Location: Wyndham Garden Hotel 
  3350 Avenue of the Arts 
  Costa Mesa, California 
 
 Topic: Valuing Intellectual Property and IP Damages 
 
 Speaker:  Mimi Justice and Jay Jesclard of Deloitte & Touche Financial 

AdvisoryServices 
 
 Cost: $30 for members, $15 for students (proof of student status required), 

and $35 for non-members 
 
 Reservations: Please make reservations by filling out the form below and mailing it 

with a check to T.J. Singh to reach his office address given below, by 
the Friday before the meeting.  If time is short, please also email T.J. 
at tjsingh@koslaw.com or call in your reservation to the OCPLA 
Reservations Line number at (949) 955-1920. 

 
The Orange County Patent Law Association certifies that this activity has been approved for 
minimum Continuing Legal Education credit by the State Bar Association of California in the 
amount of 1.0 hour. The Orange County Patent Law Association certifies that this activity 
conforms to the standards for approved education activities prescribed by the rules and 
regulations of the State Bar of California governing Minimum Continuing Legal Education.  The 
Orange County Patent Law Association is a State Bar of California MCLE-approved provider. 

Reservation Form 
 
Enclosed is a check for $_______ payable to ORANGE COUNTY PATENT LAW ASSOCIATION 
for the OCPLA General Membership luncheon on Wednesday, January 26, 2005 for the following 
person(s): 
             
             
              
This form and check should be mailed to: 
 

T.J. Singh 
Attention:  OCPLA Lunch Reservations 

Klein, O©neill & Singh, LLP 
2 Park Plaza, Suite 510 

Irvine, CA 92614 
Tel:  (949) 955-1920 
Fax:  (949) 955-1921 

E-mail:  tjsingh@koslaw.com 
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MARK YOUR CALENDAR 
OCPLA SPRING SEMINAR COMING MARCH 18-20, 2005 

 

Patent, Trademark, Copyright and Foreign IP Updates . . . 
Learn About Recent Cases, Rule Changes and Obtain MCLE Credit 
 

Reservation Cutoff March 4, 2005 
Early Bird Registration Discount Prior to Februrary 18th (See Below) 
Location:  Balboa Bay Club and Resort, Newport Beach, CA 
Date:  March 19-20, 2005 
 
Friday, March 18, 2005, Evening: 

·  Check in  
·  Welcome Reception  

 
Saturday, March 19, 2005, Morning: 

·  Patent Law In Review  
·  Trademark Law In Review  
·  Copyright Law In Review  

 
Saturday, March 19, 2005, Afternoon: 

·  Claim Interpretation and Markman 
Hearings  

·  District Court View Point  
·  PCT Rule Changes 

 

Saturday, March 19, 2005, Evening: 
·  Banquet 

 
Sunday, March 20, 2005, Morning: 

·  PTO Rule Changes  
·  Corporate IP Topics 
·  In-house Counsel View Points 
·  Conflicts of Interest 

 
 
 

8 Hours California MCLE Credit – Including 1 Hour of Legal Ethics 
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2005 OCPLA/SDIPLA Spring Seminar 
REGISTRATION FORM 

 
 
Name:   
Firm/Company:   
Address:  
City/State/Zip:   
Phone:________________ Fax:_________________ E-mail:_____________________  
 
Adult Guest(s):  
 
Registration Fees (refunds available through March 15, 2005):  
 

Early Bird Registration  After 3/5/05  Fill-in Amount(s)  
OCPLA/SDIPLA Member   $340    $390       $________  
Non-Member      $370    $420       $________  
Guest(s)*     $100 x _____   $120 x ____ =     $________  
 

Total Enclosed: $________  
 
Registration Fee includes:  

8 hours of MCLE Credits including 1 hour of Legal Ethics 
Course materials (electronic copy on CD)  
Friday Evening Reception  
Saturday Breakfast Buffet  
Saturday Lunch Buffet 
Saturday Evening Reception and Dinner  
Sunday Breakfast Buffet  
 

*Paid Guests are invited to attend:  
Friday Evening Reception  
Saturday Breakfast Buffet  
Saturday Lunch Buffet 
Saturday Evening Reception and Dinner  
Sunday Breakfast Buffet  

 
Hotel rooms must be obtained directly from the Balboa Bay Club.  Please state that you are attending the 
OCPLA Spring Seminar when making your reservations. 
 
Please send this completed form, with a check made payable to OCPLA, to:  
 

Amy Durrant 
Knobbe, Martens, Olson & Bear, LLP 

2040 Main Street, Suite 1400 
Irvine, CA 92614 
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Orange County Patent Law Association 
WWW.OCPLA.ORG ···· P.O. Box 7632 Newport Beach, CA  92658 

 

2005 MEMBERSHIP APPLICATION/RENEWAL FORM 
 

 
This is an application for (please circle one): Membership Renewal or New Membership 
Member / Applicant Information: 
Name:   
Firm/Employer:   
Address:  
E-mail Address (required to receive newsletter):   
Telephone No.: _______________________________________ Facsimile No.:   
 
Professional Information: Yes No  
Are you a member of the California bar? ___ ___ Bar No.   
Are you a member of the bar of another state 
or the District of Columbia? 

 
___ 

 
___ 

Jurisdiction/Bar No. 
  

Are you registered to practice before the 
U.S.P.T.O.? 

 
___ 

 
___ 

Reg. No. 
  

Are you a student? ___ ___ School:   
 
Please circle not more than TWO committees in which you would like to participate: 
Annual Seminar Law Office Management Membership 
Copyright Practice Legislation Patent Practice 
Federal Courts MCLE Trademark Practice 
International Practice Meetings/Programs Trade Secret/Unfair 

Competition 
 
Dues Membership Year 2005 (please circle one): (New Member After 07/01/05) 
Regular Membership (attorneys, agents): $35.00 $17.50 
Student Membership $17.50 $  8.75 
Associate Membership (other) $35.00 $17.50 
 
New Applicants please complete the following: 
 
I believe I qualify for membership in the Orange County Patent Law Association. 
 
Applicant’s Signature:________________________________  Date: __________________  
Printed Name:______________________________________  
 
Send Application to OCPLA P.O. Box 7632 Newport Beach, CA  92658 
Two OCPLA member sponsors are required for new applicants.  Two undersigned members hereby 
recommend the above-signed applicant for membership into the Orange County Patent Law Assn.   
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
Sponsor Signature:__________________________________  Date: __________________  
Printed Name:______________________________________  
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2005 OCPLA EVENTS SCHEDULE   
 
 

 
 
 
 
 
 
 
 
 
 
 
 
 
 Orange County Patent Law Association 
 P.O. Box 7632 
 Newport Beach, CA  92658 
 

Date Location Speaker/Event Topic 

January 26, 2005 
Wyndham Garden 

Hotel 

Mimi Justice and Jay 
Jesclard 

Deloitte & Touche 
Financial Advisory 

Services 

Valuing Intellectual 
Property and IP 

Damages 

February 23, 2005 Wyndham Garden 
Hotel 

Brian Daucher and 
Aaron Malo 

Sheppard, Mullin, Richter 
& Hampton, LLP 

Bankruptcy 
Considerations in 

Intellectual Property 
Licensing: 

Concerning the 
Unthinkable 

March 18-20, 2005 Balboa Bay Club TBA 
OCPLA/SDIPLA 
Annual Spring 

Seminar 

April 27, 2005 Wyndham Garden 
Hotel 

R. Scott Feldman 
Crowell & Moring, LLP 

What to Do When 
Your Trade Secrets 

Are Stolen - 
Litigation 


